
INTHE UNITED STAIZSDISTRICT C0UR.T 
. FORTHEDISTRICT OFDELAWARE 

Dated: July 24, 1997 



awarded S2,320,493 k owllpensatmy Plr inW hsva mved pummt to 35 

, USC. 2&4 fir an order 1nC;hllsingtbe daxusges to h a times tho d. ThL is  the 

caurt's doci8icm on that modm. 

1. 

7a6 Jdhnr Hopkh Udwdty awxz8 US. Pateat No, 4,965204 (the ' '204 

patant"). Jahas Hdplrias har l i d  ihe '204 p&nt ta pl&WBcctoa Dickin#on and 

Company, whkh in hun sublfcenssd it to plriadiYbxbr Hoalthcare Cejpadoa The 

'204 patent claim all m o n o c l ~  antibodies that epecifially bind to tbe antigen 

i d d c d  orr "CD34." 

A - 

On Mlrrch 8,1994, plaintifb Rlcd a alleging that dsfhadatlt C a l l h ,  Inc. 

is willfully infrinw olairrre 1,54, and 5 of the '204 patrsrt, CellPn, denid 

ieillngmcnt and asrat.d certain uffhmfjve dcthnseu, indudin8 that tho '204 pettnt is  

invalid and unsafbrcaablc. In adhttian, CallPxo COUlllerCraimd fbr plaintifib' alleged 

violrtion of andtruat law md br a daclmtoq judgment that thr; '204 p4ttnl md three 

dhar patmtfi Owwd by Johns ~ o ~ k i n s ,  U.S. Patemt Nor. 4,714,680 (the " '680 patcnt"), 

5,O3 5,994 (tho '' '994 patcnt"), and 5,1313,144 (the '" ' 144 patmtn), arc hvdid, 

P ! 1 I 
I 

1 

! 

! 

i 

t 
L' 

i 

I 

b 

i : .  .. . 

i . . 
I ' 

v- 

4 

, 



Bbm CCUS. 7115 '99)pntmt b dimMto a mebod of cratingguch r purified surpdtll;im 

ofstem Ca118 wing CD34mtibodias. Finally, the '144 pumnt trr diicted to a methud of 

a n t b t  phaac ofthe aass until llftw the patent hruos mMod, I 

The case was fm triad to ajury bogbhg on July 24,1995, OnAugust 4,1995, \ 
the jury returned a Wid flndine that the elaim of all ofthe Civitlpatam werm invalid 

aabviws inlight of the pxior art. Thejury A L ~b d that, wept with rcepectta 

unsss#ted claims 3 and 6of the '204 patent, eacb claim ofibClvlnpatmwas invalid t. 

.. -. 
induce bfrhgammt of the aamtd alairns ofthe '680, '994, and '144 pamb. By an 



I 

as r matter of l&wan t h ~following hsua: I) inb.idgamrpt and induced inMngmeat of 

the '680 p*rrm: 2) iadocbd ~ g ~ c o (of tho * L44patent; md 3) onnblammtofthe '680 

patent. Tha ahut.grantcdplainlif&'modoa fclr anewtrid an the Mowing insws; I)  
! 

whether the '204 bad '994 patemts arc inftingcd;2) whcthaa tbc '204, '680, '9P4,aild '144 

their claim fbr literal inftingmcnt ofthe '204 patent, m C e l h ' s  atlimativc &fbnw of 
I 



At the time they fOemsd CdlPro, tho inverters and the ofIlcdla and directon ofthc 

monitoring tba OfEioialGazette oftho P m t  Offlccfmthe iseuance of atkar patentsto 

Civin, including a pdcnt on an antibodytothe CD34 antigat, as they wac aware Civh 

had includsd clrrimsto the antibody in the parentapplfcatloathat gave rise to ?he'680 

patent. 

At Uu,trial, Kily  W e d  he h soms fmiliarhy*iU1the kcbnolo%yii8sw lad 

the patent laws. Hchars an undergradwe d s p  In chtmical an@&q and was n 



Kiley tcstifled that tn mncction with hi^ work as Legal comeel to Cellem'sBoard 

on its potcndd fix d o h  Iw]ham') Bl-8 viaitod CellPto in May 1989. At a 

Board ofDimdm6 mtctbgon May 5, Bloomkg rcportbd he had reviewedthe file 

wrappar ofthe '680 patont and had concluded the patrrnt was invalid&obviousnws 



U e y  tclstified thathe Boajd did not a& Lyon & Lym to include an indHngcment 

llmly8is in i ts  opinion. 

citbm might have t&m with m p d  to the spiaton that waa #ven during that rnmfng. 

Bloomberg apparwtly raptatadhia d opinion of imraUdi9 totbaBoslsdm 

Scptsmbor 1989. 

opinion. In his letter, Bloombh rspdatbd*at his firm had concludedthe Civin '680 
I 

patent wu invalid and ~ o t a c r b l o .Hc repartedthe claims of tho patent ware i d d  @ 

in 2hat they were antidpatad by two a k d s  of Civin r(icles pubhhcdki 1902 and by a 
I' 

'1981artiole by Youngct al. Blaombtr$ nlra mpmd the clJmed inventha of tha '680 ! 
patent was obvious in view of the Young article. Fi l ly,  Bloombcrg t.dporCcd tb&n 

.8tatementChin's aduascl made during poscu~daaofthe patant aa to why the abstracts 
v 

D 

wtm nat cnablingagpearadtoba u oddr;'witha statement Itl du:iiptcifications and, :. . 

thmcfore, the pltmt ma unenhmable bcca~cof the astamy's hapitable a6ndugt. 8 



ilrsw af of the '680 gatent with Blaombarg, Kilw Wifiad under oath: 

At the trial, plaintiffi' counacl o f f i  e v i d a m  showing CeWm's fowders m d  

this opinion to induce investorsto commit an additional $7.5 million to the company. 

In October 1990, thc Patent Office iosucd Ciuin'e '204 patent claiming all 

CallPro'~Baud nakedBloombasg fbr aa opiniondn the '204 patent. Bloomkg 



commantcd on it toBloombtxg. Kilay tasdElcdhc cauld not d l  whcthu he also made 

~Iomberg 1-opidmi.cmdthedulivwd toPozter and Lamb in Apd 1991. 

In thii ldter, he q m b d  hidl firm's carcluaion thru tho '20) patent was rlso invalid and 

nnticipatad by tha Chin abdrac$. Heahreportedthat the dab wlrc o b h u  h light 

ofprior art publicstions by Ricset al,; by Young nnd ~ - C h ;and ware obvious in 

lght of the combination ofthe work of Tindlc ct al. and Kstz, and by the combination of 

Price, aa ardclt by Kaffler.the Civln abstracts, mdm articleby Nadla. In rdiUtion, 

Bloombaq suggested the patent8 may be u n m ~ b l eduo to inequitable 

attributable to Clvin. Bloomberg tho rapartrd bir conclwkmthat CcllPm doer not 

Wings clrims 2,3,5, and 6 of h a  '204 patcnt. Hedid not a& m opinion asto wbahor 

CcllPro inI3ngw.lclaim 1 and 4 of the patcm. 

As to this a m d  lettbr, Kilcy tsstiflcdthe Baard did onthc Opipiou wd that he 

%girded this rrs a substantialWaim of fintbtrarrow$ in our quiver." 

At the t h e  it received this opinion, CdlPro pi& apoduct Iwohwithin five 

y- and wu pmjocting mles in CXC(U d E W O  million. In Saptembcr 1991. CollRo 

cclmpletedut initial public ofking and r a i d  $36million. In rhe prvlopscrus prepad in 

connection with that public oflkhbtho oompany r e p a  " B d  an tba &a ofLyon 

I 



"~c~nario*rcpo*d in CcltProDs 8nnnoia.l Iortcastswould be to fight Chin, lose, mipay 

Young article in s v l d e m ,  much leu amwideace to 6hw how It would mder the 

ciaim of the patmtn obvinua. Plnintifi potad fbt thejury that CdlPto'a p b i u y  dcfasc 

hsd been lack of mblmmt, a dtfcnse that seemed to bt inconsistent with Kily's 

tudmmy an his hitid view on abviousness, and a deftme thattho court r t jectd by 

granting plaintlfi ajudgmcnt as r lllslttar oflaw. 

Plaintia m a d  Kllcy hawh u e  apiuioas wsre not basedananadequrde 

fouqdatlcm, that Lyon & Lyon had not @vcncnCdPratruly indepmdmt opinions, aad that ' 

9 



payment up front, tho total d a m p  wwld br;$2,320,493. 

calculatedat 4% pereant, irara total dw of S949,OOO. 

At the close of tha ddcncq the court 8tlbmitted thc quadone of d m a g c s  and it!
l a  

5.1 INTRODUCTION 

LO. 
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5.2 aoODPAlTH RELUNCEON OPINION OF COUNSEL 



The firat tbeory wt i;orthin the opinion b nlu ~ f p r t l o n . "Wrrnr at potent 
applicatian b d v d  at tbFatem uld 'lhhurk OfAce, it is asrIgPbdta m 
cxanrJacr, who axmrine,tbapplication,incm ?heofrim. toaeccdn 
wbthtx tbappfition wmplios with t f ~ ~  ob t&,U.S.PatentmqhQuW~ 
bum. The a,mlnarsvimm fils ofprior work of#bwr intb fbrm of 
volumtDaua flIsr O f  pa@llUUld p b l b t h ,  Thi8 tyPb Of-1 iP d k d  
"priorart,' DocMlents fowl in ths KPrCh QfprlorVI dlrc caflod "nfamt%~.' 

Inocdetto prow anticipltionoiminvcmiork, kirnncauuy&atBEhofthe 

12 



Y I I Y ~ C I Y U U .!EN BY:WS ; 7-25-97 ; 6:02PM ; O W NI H BRANCH* 3014023257;#15/20
ULIVI Y I - n w ~ wn I ~ I V ~ U Y L ~ II V L I  P I LU w #  P u * u # r * l  1 VUVI IIIII u l l n l l u l l l w  I d  



OnApril 8,1997, plaintiffj taovcd for enlronc~ll~mtsf dbaages pursuant to 35 

U.S.C. 8 284, seeking morder ajudgment for thme herrthe dam* as 

.determinedby thejury. 

Inthe briefing in suppart oftheir motion, plaintif%argue CallPm had no 

.reasonable,good-faith basis to believe thst the patmtr wart invalid, uncnforceablc or not 

imgttlbad that th,mno mitigating circurastancccl that would warrurt anythimg lsae 

thanthe muximumonhaamat  of damages p d t t e d  under tho statute. 

11. DlSCTJSSTON 

Scotton 284 af Titla'35prrrvldaa that in patent inmat werr triad to ajury, r 

14 



rights. 885 P.2d 749.754 (Fed. Ci. 1988) ("Prwisians fbr inmm~od 

damages,. .am aMilabla asdetwmta toblatant, blind, willful hftinp~ldntofd i d  

patenw'). 

Whcthrrr an infringer noted willfully ot wrmtaqly ia a questionof Mthet nets on 

a detemhtion of the inHngcr's statb of mind. 970 F.2d 816, 

828 (Ftd Cit. 1992). Published opinionshave idcntiffed a number of f~ctorstfiat may be 

relevant to &&mining the infringer's atatt of mid ,  includin~wideaura thrt tho infiingcr 

copied the i d m  or design, cvidmccthat the in&tngerhad actual noticeofthe patenf md 

evidence that the infTinga tiought, obtained, andjwdAably telkd onlepl advieu froln 

cauneel m whether or not the cfeime of dre patats were valid or itlfbged, Id,rrt 826-27 

(citing cases). In determiningwhather ornot an infringer's Feliance on an opinim af 

COUIISC~was rau16arrbk, CbWts have found it rel(~~mtto look to whcn the infiinga MU@ 

caunsel's &vim( b c b  or after cornmctl~ingthe activities); tht infkhgcr's 

knowlcdp dthe attornsy'r hdqmdencc, skill, and c m p h c c ;  the idihger'r 

knawledgc of the nature and went of aadyfils perlbrmed by camel inprovidingtha 

is 



948 F.2d 1573,1576 (Ped Cir. 1991). Utbc caun. flnda it rpprcrpriate b 

punish CellPro, the oburt muat thcn detamind the d o p e  of the penalty, which am rmp' 

plaintie with COO muty examples of amdud by and on bebalfof CdlPro that 



W,80 F.34 1566,1370 (Fed,a-1996), that a sfmaion unda 8 284 should address tbe 

haa other tools a d a b k  topunirh thrt miscanduct, includfng en award of hoe under 35 

U.S.Clf 285 nnd Mirnpositom ofadanu an apatiy or cautml undq 28 U.9.C. 8 

1927 miFcd. R Civ. P.11, 

Plahtiffk have filed a separate motion pmmmt tr,35 U.S.C. (g 285 and 28 U.S.C. 

.§ '1927for anaward of mare than $5 miilia inhadSl.S dUan in incumd 

to  drtc. Thsoouxt.exptctrto Lddrcrr that motion and otha bma id a mpmtz dccimion, I 



Insupport of their mdoa  a mMdmum.- of  the damagesaward, 

othUWIae of tcowdin the casc. Thy q u oas follm: 

Mth belief the prtcnts were invalid arwaafbrctrble,tbk deliberate infringunmt should 

be punishad by a substantial increrssin dam-. 

2. * 
PlrSatia argue thnt CetWanever had a pbod fhMl belief tho pawl@wau inwlid. 





~ n t s t baf its dchnses. WEcounsel opined in each latter tbm theprtsnb were 
, 

invalid asobvious, at'trid they Bilod to calf any crprat wltnoer to offatdinony in 

support of that doftnst. 



dcliberrtaly infhgcd the patent$in bad fslth, ThL iaacntional W h  of dutisa bwsd to 

wmngdorr, it can be a weapon usedtoaltack and punish a ccunpetitw in ana-ive 

wmmercial battle. 

InApril 1992, tbcy Jtarcedthe battle by 5lLngan adon in the Unitad Sutca 

DistrictCourt inScsttlo, d o g  r dcclaraeion CellPro didnot hfiinge brc pataato, at a 

time whcn they well hew they wars inlEnghg them, 



financial communitfts that their 12.8 andbody bindo to the CD34anti- aey denfcd thfr 

CD34antigen md by hls 1994 llgrtementwith CcllPrD where ht liernsed 8 CD34 



oourt'a c4 lwobm deputy, including hwtng u ~ u n i u t i o n swith her in thc 

Lyon and Lyoa'r IIdgBfIan twntake beo out to dinner during tho trial. As previously 

noted, tbt caslrt has a number of tool8 availabletopunish misconductand expcuta to 

speak to this issue in mthacoatat. W e t h i s  type ofccmduct may krtlwant to 

high= damages, whom a lower number my be equally effective in punishing a d e r  

substantid m~ur~ee.It bdl raised over $160 million h twopublic offkin@ and M of 

Dcccmbn 31,1996, it had $60 million nvrilnblc fn EIsh M&MV)Letablcaccuritics. It can 



clortnclr of the cast onwlWIncnr. SEg l@,, & 

idcntifxd thrtc other &tors that my bo reltvnnt tothe dcciaiail on tho Went towhjch 

only infhgcd for a ahmt time or tlat it idurtlfbdthe i n i i i a ~ m tand taolr rSrmcdld 

I 



SENT BY:HHS 
SENT BY:Xerom 


