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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OFDELAWARE -

. RECEVED .
THE JOHNS HOPKINS UNIVERSITY, a Maryland , ;
corporation, BAXTER HEALTHCARE mn 24l
CORPORATION, a Delaware corporation, and
BECTON DICKINSON AND COMPANY, a New

Jersey corpouﬂpn._
Plaintifts,

-

Civil Action No. 94-105-RRM
V.

CELLPRO, a Delaware corporation,

St Nl Nt N Nt e w wt “af wt ot vt

Defendant.

MEMORANDUM OFINION

William J. Marsden, Jr., Esquire, Potter Anderson & Corroon, Wilmington, Delaware; ;
Steven J. Les, Bsquire, Kenyon & Kenyon, New York, New York; Danald R. Ware, i
Esquire and Peter B. Ellis, Bsquire, Foley, Hoag & Eliot, Boston, Massachusetts,

attormneys for plaintiffs; Michael Seanctt, Esquire, Bell, Boyd & Lioyd, Chicago, lilinois,

attorneys for plaintiff Baxter Healthcare Corporation.

Patricia S. Rogowski, Esquire and Gecard M. ORourke, Esquire, Comnolly, Bove, Lodge

& Hutz, Wilmington, Delaware; Coe A. Bloomberg, Esquire, Robert C. Welss, Esquirc,

Allan W. Jansen, Ryquite, Jerrold B, Reilly, Esquire, Bruce G. Chapman, Esquire, and

Armand F. Ayazi, Esquire, Lyon & Lyon, Los Angeles, California, sttorneys for !
defendant,

Dated: July 24, 1997
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McKELVIE, District Judge
This is a patent case. Plaintiff The Johma Hopkins University owns U.S. Patent

No. 4,965,204 (“tse '204 patent™) and U.S. Patent No. 4,965,680 (“the *680 patent”),
Johns Hopkins has Noensed the *204 and the '680 patents % phaintiff Becton Dickinson
and Company, which in turn licensed the patonts to plaintiff Baxter Healthcars
Corporation, Defendant CellPro Inc, is & Delaware corporation with iy principal place of
business in Bothell, Washington.

A jury bas returned a verdict finding that CellPro has willfully infringed certain
cinims of the '204 and the 680 patents. Plaintiffs have moved for summary judgment on
CellPro’s affirmative defense of patent misuse. The following is the court’s declslon with
respect to plaintiffs’ motion.

1. FACTUAL AND PROCEDURAL BACKGROUND

Tﬂe coutt draws the following facts from the parties’ belefs, accompanying
evidentiary submissions, and the record of court procesdings.

Sometime in January 1991, CellPro, In the process of secking distribution
netwatks for products related to the identlfication and suspension of bone marrow stem
cells, draftcd & business plan. The plan siresaed that CellPro should seek *[s}irategic
partnerships™ for “selected foreign markets and more diffuse applications.”

On January 18, 1991, Dr. Christopher Porter (then the Prealdent and CEO of
CelIPro) drafted a memomndum to CeilPro’s board that detatied discussions the company
conducted with Becton Dickinson. An attachment to the memo mud that in cxchange
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for » proposed license t§ practice certain Becton-developed technology, CellPro would
recelve “exclusive European and U.S. marketing rights for the CellPro ceﬂ concentration
(device] for use in the research separation market.”

On April 2, 1991, Dr. Portor draftad a memorandum that confirmad CellPro's
willingnees to consider granting potential corporate pmnm distribution rights in u@in
geogtaphic arees in exchange for recciving licensing arrangements, Figurs I1 of the
memo lists Baxter a8 a potential pastner in the United States, Europe, and Japan.

On May 30, 1991, Dr. Porter sent a memarandum to senior staff st CellPro
concerning the company’s discussions with Cobe Blood Component Technology shaut
possible overseas distribution arrangements for CellPro products. The memo noted: “We
told [Cobe] that we need sbout $5 million/year for three years ffara & corpatate partner
.. . (and] sald we wers looking for assistance in the Wumn markets for marketing,
sales, regismtion, otc...."”

On Sume 4, 1991, Joscph Lacob (the Chairman of CellPra’s board) had a teloplions
conversation with Baxter executive Tim Anderson. Dr. Porter's notes about the substance
of the discussions indicates that Lacob broached the subject of oversens dlmibuuon

networks for CellPro products to Andetson:

Joe called Anderson and said CellPro was interested in doing a
corporate deal with [Baxter], Anderson brought up s potential issus
with [the '204 and '680] patents. Joo 3ald that way a side issue.
(CellPro) should put it aside at this point when discussing a
potential relationship, Anderson spparently sgreed with this.
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Anderson asked what we had in mind. Joe did not spell nnytlung
out, but did talk about overseas distribution.

Later that summer, Baxter and CellPro had further discussions about intemnational .

distribution of CellPro products. On July 25, 1991, Dr. Porter sent s memorandum to
senior staff at CellPro, noting the following about the companies® dealings:
We stated that Baxter was a logical corporate partner bocauss of sales
and distribution In foreign countries, Fucther, they had
manufacturing and product capability which would strengthen
CellPro’s base, if it were made available to us, . .There was no
mention of the [*204 or '680 patents], and the meeting was
non-confrontational.

Despite negotiating obstacles that included Baxter's apparent request for cartain
rights to distribute CellPro products in the United States, CellPro, as reflected by Dr.
Porter's notes prior to 8 meeting with Baxter tepresentatives in August 1991, “was
looking to gain European marketing partner (exclusive distribution rights). Would need
to include performance clause for Baxter's penetration of Buropean market.” In exchange
for granting Baxter exclusive rights to distribute CellPro products in Burope, Dr. Porter
noted that CellPro was “looking for a $20 miltion investment.™ As the companjes
continucd further negotiations, on Septamber 10, 1091, they entered into a confidentiality
agreement, permitting Baxter to have access to some of CellPro’s business and technical
information.

In November 1991, CellPro, apparently concamed about being sued for infringing
certain claims of the *204 and *680 patents, considered granting European distribution
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rights to Baxter “ . . , for peace. We :.hould actively pursue such a tclntlo_nship." Another
memorandum by Dr. Porter on the subject recommended that CellPro “[ajppronch Baxter
0 Sec if wo can cosxist In peace, We may be willing to give up distribution rightsin i
Burope.” Later that month, Baxter executive Russell Hays met with Richard Murdock of ’
CellPro, Murdock noted in a memorandum that while Baxter's insistence on obtaining
worldwide marketing tights to CellPro’s produsts “might be s show stopper,” it “should
be easy” for the companies to agree on European marketing arrangements.

On January 13, 1992, Hays sent a letter to Dr, Poster. In the letter, Hays recited an
offer by Baxter to license CellPro to practice certain claims of the *204 and *680 patents. .
In exchange for & $750,000 upfront payment by CellPro and subsequent royalty payments .
an gales of certein CellPro products, Baxter would grant CellPro & “non-exclusive, non- l

ransferable license in the therapeutic field unde this technology. ., . On January 22,
1992, Murdock replied by sending a counteroffer to Baxter. Baxter rejocted the
counteroffer.

On Aprll 14, 1992, Murdock and Hays once again met to discuss licensing
arrangemeats. During their meeting, Murdock indicated to Hays that CelfPro was
“willing to negotiate™ about European distribution rights but was more concerned with
Baxter's continued insistence on obtaining certain non-exclusive marketing strangements
in the United States. He asked Hays 10 make 2 licensing proposal in writing so that

CeliPro’s board could discuss it at their next-meoeting.
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On Aprll 15, 1992, Hays sent a letter to Murdock that detailed a revised Baxter

offer to license CeliPro to practice certain technology claimed by the *204 and "680

‘patents. The offer stated that in exchange for the license, “CellPro would grant Baxter
exclusive distributor rights for ity products In Europe and Japan.” CellPro did not accept
Baxter’s offer.- .

Ou April 28, 1992, CellPro filed a declaratory judgment action against Baxter and
Becton Dickinson In the Western District of Washington. In its complaint, CellPro
sought a declaration of noninfringement and invalidity of the claims of the *680 patent.
Baxter and Becton Dickinson subsequently moved to dismiss for lack of subject matter
jurisdiction and faflure to join an indispensable party (Johns Hopkins, the patent holder).

On July 22, 1992, John Osth, a Baxter executive, sent 2 letter to Murdock. In the
letter, Osth reminded Murdock that it wes CellPro that had commenced negotiations
about granting Baxter distribution rights in Europe:

CellPro - not Baxtet -« initiated discussions over a yesr ago soeking
a comprehensive business relationahip between the companies on

a goiug forward basis, CellPro requested that Baxter consider
working with it on the developnient of CellPro’s business and on
joint product developments, CellPro repeatedly requested over
many months that Baxter consider distributing its products in
Europe. CeliPro told Baxter thet it needed an international company
with Baxter's resources and contacts as a distribution partner.
Indoed, as late as our meeting on Apeil I4th, you advised that
CellPro remained keenly interested in having Baxter as “busincss
partner,” at least with respect t0 Burope. _

Additionally, Osth reconfirmed Baxier's original license offer to CellPro, dropping
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Baxter's request to have European distribution rights:

We assume by CellPro's actions in bringing a {awsuit that our .
" negotistions soncerning  venture with CeliPro and/or Baxter's . |

distribusion of CellPro’s products, as initisted and encournged r

by CellPro, are at an end, We accept that, We therefore reconfirm ;

that our liconsing proposal outlined in our lettee of January .

13, 1992 (conaisting of a $750,000 upfront payment end running 4

royalty of 16 percent applied to the net sales price of the antibody

or 1o a defined portion of the net sales price of a product oontaining |

the antibady) remains available,

On August 27, 1992, CellPro and Baxter conducted face-to-face settlement

negotiations. Baxter told CellPro that Osth’s July 22, 1992 proposal was still open.

TR -

CellPro rojected it.

On September 8, 1993, the United States District Court for the Western District of X
Washington dismissed CellPro’s declaratory judgment action with respest to the claims of
the ‘680 patent, The court ruled that Johns Hopkins, which CellPro failod to name as 2 i

defendant, was an indispensable party that was not subject to personal jurisdiction,

On March 8, 1994, Johns Hopkins, Baxtar, and Becton Dickinson (collectively,
“plaintiffs™) filed a compleaint in this court alleging that CeflPro is willfully infringing
claims 1, 2, 4, and 5 of the '204 patent. On March 29, 1994, CellPro denled infringement
end maised certain affirmative defenses, including that the claims of the .’204 patent are
invalid and unenforceable. Additionally, CeliPro counterclaimed for, among other things,
plaintiffs’ alloged violation of antitrust law and for a declaratory judgment that the claims
of the *204 and *680 patents are invalld, unenforceable, and not infringed.
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In their answer to CellPro's counterelaim, filed on April 18, 1994, plaintiffs denied

the invalidity and unenforceability of the claims of the "204 and '680 patents, In addition,

they alleged that CellPro is infinging, contributorily fufringing, and inducing .
infringement of claims 1 and 5 (“the asserted cl;imx') of the *680 patent. ,
On June 24, 1994, the pmlcs filed a joint stipulation and proposed order. The "'
stipulation stated that Celll’ro would be permitted to amend the answer to raise an |
affirmative defense that the nsscrted claims of the *204 and '680 patents are - :
unenforceable as the result of patent misuse, The parties also agreed to bifurcate the trial,
pursuant to Rule 42(b) of the Federal Rules of Civil Procedure (“Fed. R. Civ. P.*). This }
would ensure that the patent misuse defonse would be tried after an initlal trial on
infringement, validity, and inequitable coaduct issues. On June 27, 1994, the court .
entered an order implementing the parties’ sﬁpulatlﬁn.
The case was tricd o a jury heglaning on July 24, 1995 on the issues of the |

infringement and validity of the ¢laims of the "204 and "680 patents. '!'he parties tried
insquitable conduct issues to the court. On August 4, 1995, 8 jury returned a verdict
against plaintiffs in which it found that the claims of the "204 and *680 patents were
invalid as obvious in light of the prior nrt. The jury also found that, except with respect to
unasserted claims 3 and 6 of the '204 patent, all of the claims of the *204 and "680 patents
werc invalid as not ensbled. The jury further found that CellPro did not literally Infringe
the asserted claims of the *204 patent and that CeliPro did not literally inftinge,

?
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contributerily infringe, or Induce infringement of the asserted claims of the *680 patent. $

On October 3, 1995, plaint!ffs renewed a motion made during trial for judgment a3 ..
a matter of law pursuant to Fed. R, Civ. P. 50. In its motion, pleintiffs argucd, among
other things, that: 1) CellPro literally infringes the asserted claims of the "204 and "680
patenty; 2) CellPro filled to prove by clcar.and convincing evidence that the claims of the 5
*204 and "680 patents are obvious; and 3) CellPro Safled to prove by clear and convincing )
evidence that the claims of the '204 and "680 patents are not enabled. In the altemative,
plaintiffs renewed a motion made during trial for a new trial pursuant to Fed. R. Civ. P,
59.

On December 1, 1995, the parties filed cross-motions for entry of judgment on,
among other things, CellPro's defense and counterclaim of inequitable conduct with
respect to the '204 and *680 patents. In the altemnative, CellPro moved to defer the |
inequitable conduct issue 1o the antitrust and patent misuse phase of the case. It srgued in
its opening briof that because the facts underlying its inequitable conduct defense and the
antitrust claims are interrsiated, it is entitled to a jury trial on inequitable conduct in order
to preserve its Seventh Amendment jury trial rights for the antitrust olaims. See Bescon
Theatres v. Westover, 359 U.S. 500, 508 n.10 (1959).

On June 28, 1996, the court issued an Opinion and Order in which it found that
plalntiffs were entitied t0 judgment as a matter of law that CellPro iterally infringed and

induoed infringement of the asserted claims of the *680 patent. The court also found that
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plaintiffs were entitled to judmt as 2 matter of law with reapect to Cel!Pm's defense
that the aszerted claims of the "680 patcat are not ensbled. Furthermore, the court
concluded that plaintiffy were entitled to a new trial on the following issues: 1) literal
Infringement of the asserted claims of the "204 patent; 2) nonenablement of the: asserted
claims of the 204 patent; and 3) the obviousaess of the asserted claims of the "204 and
'680 patents,

On September 12, 1996, plaintiffs filed a motion for summary judgment that
CellPro literally infringes claim 1 of the *204 patent. Plaintiffs also moved for summary
judgment in their favor on CellPro’s defense and counterclaim that the asserted claims of
the "204 end 680 patents are abvious. |

During a hearing an September 25, 1996, the cour: stated that it would deny the
partiss’ cross-motions with respect to the issue of inoquitable conduct and was inctined to
allow the parties to renew their cross-motions if the case were to go trial and a jury wers
to find in favor of plaintiffs on CellPro®s Invalidity defenses and counterclaims. The
court, however, reserved decision on whether to grant CellPro’s motion in the alternadve
to defer the inequitable conduct issue until the antitrust phase of the case. The court
entered an order on September 30, 1996 in accordance with its rulings from the beach on

September 25.
Also on September 30, 1996, plaintiffs filed a motion to amend the complaint

pursuant to Fed. R. Civ. P, 15(a) and (b) 1o seek relief for CellPro’s Infringement of the

9
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asserted claims of the *680 patent. .

During a hearing on October 31, 1996, the court stated that it would grant
plaintiffs’ motion to amend the complaint to seek relief for CellPro's infringement of the
asseried cleims of the 680 patent. It also stated that it would deny CellPro’s motian to
defer the inequitable conduct issue to the antitrust phase of the case, The court ontered an
order on November 4, 1996 In accordance with its rulings from the bench on October 31.

On Novembex 14, 1996, CollPro filed an anawer to the smended complaint.
Axﬁong other things, CellPro raiscd the following affirmative defenses to any finding by a
fury that the plaintiffs are antitleil to damages for CellPro’s infringement of the asserted
claims of the "680 patent: 1) laches; 2) estoppel; 3) ph!ntifﬁ" failure to mark their
infringed product as required by 35 U.S.C. § 287(s); and 4) plaintiffs’ faijure to give
CeliPro actual notice, pursusnt to 35 U.S.C. § 287(s), that CellPro Is infringing the
naserted claims o‘tthc- '680 patent.

On November 27, 1996, the court granted plaintiffs’ motion for pmlal summary
Jjudgment thet CeliPro literally infringes claim 1 of the *204 patent. During a hearing on
December 19, 1996, CellPra stipulated that the court’s November 27, 1996 Order should
be amended 5o that plaintiffi are also granted a partial summary Judgment with respect to
literal infringement of claim 4 of the "204 patent, |

On January 24, 1997, plaintiffs filed a motion for summary judgment with respect

to CellPro’s defense of nonensblement of claims 1 and 4 of the "204 patent.

10

R e T D R T

S qm




SENT BY:HHS c A or_am . n.
SENT BY:Xarox 1e1acopser rvzi o 120507, +, 6:13PY OGC/NIH_BRANCH- 3014023257; #1824

On January 29, 1997, the court entered an arder granting summary judgment to
plaintiffs with respect to CellPra’s defense and counterclaim that the asserted claims of
the *204 and *680 patents ue obvious.

‘ On Fobruary 24, 1997, the court entered gn order granting summary judgment to
plaintiffs with mpect to CellPro’s defense of nonenablement of claims 1 and 4 of the
*204 patent, |

The court then presided over a five-dsy jury trie], beglnning on March 4, 1997, on
the issues of reasonable royalty damages and whether CellPro wdlﬁﬂly infringed the
asserted claims of the 204 and '680 patents.

On March 11, 1997, the jury returned a verdict finding the following: 1) plaintiffs
ure entitled to reasonable royalty damages from CellPro for inftingement of the asserted
clairas of the '204 and *680 patents In the amount of $2,320,493.00; and 2) that CallPro
willfully infringed the asserted claims of the ‘204 and '680 patents.

On March 13, 1997, the court conducted a hearing during which ;t heard argument
from the parties on CellPro’s damages defenses of lachces, estoppel, marking, and notice.
On April 11, 1997, the court entered an order that granted judgmeant in favor of plaintiffh
on CellPro’s inequitable conduct defense and counterclaim. The court also ruled that
CellPro could not obtain reliof based on its laches and estoppel defensos.

At this polnt, the court had resolved all infringement, validity, and enforceability
issues that had not been bifurceled out by the parties in their June 24, 1994 joint -
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stipulation. Accordingly, on May 9, 1997, plaintiffs moved for summary judgment on
CellPro's patent misuse defense, arguing that CeliPro camnot cite 1o evidence of record

sufficient to demw that there Is a genuine issue of materinl fact. 4

The affirmative defense of misuse is an extension of the equiteble doctrine of

“unoclean hands” into patent law. Sge Morton Selt v, G.5. Suppiger Co., 314 U.S, 488, 4
492-93 (1942). That is, & patent holder who secks to impermissibly broaden the scope of

its legal monopoly, with a resulting anticompetitive cffect, will be prevented from ;
enforcing the ciaims of the patent against potential infringers. Windsurfing Int’l v, AMF, i

Inc. 782 F.2d 995, 1001 (Fed. Cir. 1986) (citing Blotder-Tongue Laha., Inc, v.
Univensity, of lingis Found.. 402 U.S. 313, 343 (1971). Any such misuse, however, can
be cured by the pateﬁt holder when it “purges” the effects of its conduct. United States
Gygum Co, v. National Gypsuma Co., 352 1.S. 457, 494 (1957).
B.  CgliPro‘s arguments | ;
In its amended answer, CellPro raises two bases for its defense that the claims of
the "204 and '680 patents are unenforceable as the result of patent misuse. First, CellPro
alleges that plaintifts have attempted to enforce inequitably procured patents. Second, it
alleges that Baxter impermissibly attempted to expand the scoi)e of its patent protection

12
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by demanding exclusive distribution rights for CellPro's products in Europe and Japean.
The court will address each basis in turn. '

1.  Have the plaintiffs sought to enforce incquitably procured
patents?

CellPro argues that there is & genuine issus of material fict as to whether plaintiffs

are guilty of patent misuss as a result of atiempting to enforce inequitably procured
patents. However, this argument fails, becauss the court ruled in an order entered on
Aptil 11, 1997 that plaintiffs did not commit inequitable conduct.

Altematively, CellPro argues that despite the court’s previous ﬂnding of no
inequitable conduct, it is nevertheless eatitled to  jury trie on whether the patents were
inequitably procured. CellPro reasons that because the facts underlying its patent misuse
defense are “inextricably intertwined™ with its antitrust claims against plaintiffs, a jury is
required, under the Seventh Amendment, to make findings conceming any patent misuse
facts that might relate to tho antitrust claims, Bagcon Theatres v. Westover, 359 U.S.
500, 508, .10 (1959). However, in denying CellPro’s mation to defer the inequitable
conduct issue 1o the antitrust phase of the case, the court has already rejected CellPro’s
Beacon Theatres argument.

Accordingly, because there is no genuine issue of material fact that plaintiffs did
not sommit patent misuse by enforcing inequitubly procursd patents, the court will grant
summary judgment in favor of plaintiffs on this element of CellPro’s patent misuse

13
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defense.

2. Did plaintiffs commit patent misuse by demanding exclusive

CeliPro also argues thet plaintiffs are guilty of pateat misusc as a fesult of
requiring CeliPro, as a condition for receiving s license to practice inventions c!ﬁmd by
the '204 and '680 patenm; to grant Baxter exclusive distrlbution rightt in Burope and
Japan. | '

Plaintiffy argue that the evidence of record indicates that there is no genuine issue
of material fact on this issue. They point to evideace that suggests that it was CeliPro that
initiated discussions about granting European I;ld Japancse distribytion rights to Baxter in
exchange for a license to practice the inventions claimed by the '204 and *680 patents.
Accordingly, they argue that a5 & menter ofinw. Baxter did not engage in patent misuse by
praposing a distribution scheme that CellPro had elready indicated would be acceptable.
Alternatively, plaintiffs arguc that sven if its Japan and Burope distribution demands
constituted patent misuse, such misuse was purged aa & matter of law on July 22, 1992,
On that date, Jollg Osth of Baxter offcred CellPro & licenss to practice inventons claimed
by the "204 and "680 patent ~ without conditioning it on Baxtet's receiving distribution
righta for CellPro’s products.

In response, CellPro argues that pWﬁh’ account of the parties’ negotiztions is
contradicted by testimony from Richard Murdock at the August 1995 trial. Mordock

4

1*ABI VA (& I9yvpawr tva l; |7—¢2§:9’Z, ; ,65191?'M'" ;' mC/N.l'}-l-wﬂ .. 3014023257:#21/24



SENT BY:HHS - Y .
SENT BY:Xerox Yelecopier 1021';7':2’:’9931 p 69'.1;44% " OGC/NIH BRANCH- 3014023257 #22/94

Viivukivyy - va

testified that during & meeting on November 20, 1991, it wes Baxter that first suggested
the possibillty of obtsining worldwide distribution rights to CellPro’s products.
Accordingly, it argues that thers {s a gonumc issue of maverial fact as to whether Baxter
unilaterally attompted to link Ruropean and Japanese distribution rights to a license to
practice the inventions claimed by the "204 and '680 patents,

| CellPro also argues that there is a genuine issue of material fact as to whether
pluintiffs purged their alloged misuse. As support, they cito to an April &, 1994 letter
ﬁomlohnOsthto.Richlrdedock. The letter states that as of that date, Baxter did not
have “an outstanding offer 10 license the {*204 and '680] patenta to CellPro on the
teblc...."

After evaluating the partics' briefs and their accompunylng evidentiary
submissions, the court agrees with plaintiffs that there is no genuing issue of material fact
as to whether Baxter committed patent misuso by aceking distribution rights for CellPro’s
products in Furape snd Japan. There is ample evidance of recard that suggests CellPro,
anxious to expand its internutional bustuess, approached Baxter in 1991 to discuss the
oossibility of granting certaip overseas distribotion rights to-Bexter in exchange for
licensing the ‘204 and *680 patents. As & result of these discussions, the parties entorsd
intp an agreement un Scptomber 30, 1991 that allowed Baxter to view confidential
CellPro data. Indecd, as late as April 14, 1992, CellPro indicated to Baxter that it was

“willing to nogotiate™ about Evropean distribution rights, Moreover, Murdock’s
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testimony about the partics’ Novomb& 20, 1991 meeting, is not suﬁ'icienf to create a
genuine issuc of material fact, The court notes that Murdock’s account contradicts his
contemporancous momoralization of the meeting, in which he noted that “Burope should
~ boeasy. [Baxﬁr has) the best infrastructure and add value for us.” .Moreovcr. Murdock
did not note in his memo that Baxter inflated discussions about worldwide distribution
rights, |

CellPro hay not cited to any authorities (nor has the vourt identified any through its
own resecarch) which state that a patent holder comumits misuse when it offetrs to condition
— in accordance with the wishes of a poteatis license¢ ~ the granting of a license for
technology claimed by its patents. Considering the purpose behind the patent misuse |
doctrine, the court finds that Baxter's conduct did.not rise to the level of “unclean hands®
necessary to consitulo misuse. Ifa potential Hoenses makes a concession during the
course of ﬁc@ing negotiations (here, the granting of overseas distribution rights), the
licensor does not act improperly by incorporating the concession into an offer to the
licensee.
1. CONCLUSION

Plaintiffs did not commit patent misuse by requesting European and Japanese
distribution rights for CellPro products in cxchange for granting a license to practice the
technology claimed by the '204 and 680 patents. Thus, they are eatitied to summary

judgment in their favor on CellPro’s patent misuse defense.
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The court will enter an order in accordance with this opinion,
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