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PROCEEDI NGS
OPENI NG REMARKS
MR. DUDAS: Good norning, everybody. | am

Jon Dudas, the Deputy Under Secretary of Commrerce

for Intellectual Property and Deputy Director of
the United States Patent and Trademark O fice. For
t hose of you who are not certain, that is the

| ongest title in governnent.

| would like to wel cone everyone to this

public hearing on the U S. PTO proposed plan for an
el ectronic public search facility, published in the
Federal Register on April 2, 2002. As you know,
that notice set today, May 16, as the date for

t hose who wi sh to comment on the comments of the

notice. W have posted all of the witten comments
t hat we have received prior to the hearing on our
website at www. uspto.gov. The transcript of this
hearing will be posted there, as well.

The Federal Register notice announced the

agency's intention to nove toward greater reliance
on well established el ectronic resources by

renovi ng cl assified paper patents and trademark



registrations fromthe Patent and Trademark O fice
public search facilities. These paper collections
consi st of copies of U S. patents and registered

trademarks arranged in their respective classified

schenes.

El ectroni c search systens for both patents
and trademarks have been in place since the 1980s
for use by U S. PTO exam ners and the public.

These systens have evol ved over the years into

highly reliable and conplete systens that offer the
user a variety of fromsinple to conpl ex search
strategy approaches. The electronic search systens
of today duplicate the ability to search U. S

patents and trademarks by their respective

classified schenes so that there is no | onger a
need to support a redundant collection of paper

The cl assified copies of paper patents and
paper trademark registrations in the public search

facilities have no i nherent historical val ue.

Copi es of any of these docunents can be printed
fromelectronic systems at the touch of a key, and,

in fact, that is exactly what does happen whenever



a copy fromthe paper files has been reported
m ssi ng.
I would also like to clarify any confusion

regardi ng the paper copies in the public search

facilities and the contents of the file histories.
A paper copy of every patent or registered

trademark is placed in the respective file wapper
that contains the file history of each application

that matures to a patent grant or trademark

registration. Patent and trademark file histories
are now and will continue to be retained either by
the United States Patent and Trademark O fice or
t he National Archives and Records Administration

System security is sonmething that we take

very seriously at the Patent and Trademark O fice.
Federal agencies have all been asked to task with

i ncreased security requirenents on a variety of
fronts since Septenber 11, including and especially

the security of data. The Patent and Trademark

O fice has al ready undertaken steps to further
secure its data.

The U. S. PTO follows the regul ati ons and



requi rements of Federal agency records nanagenent
and provides for effective controls over the
mai nt enance of records in all media, paper, and

el ectronic format in accordance with 44 United

States Code Section 3102. Controls are in place

t hroughout the life cycle of any information system
that contain and provi de access to conputerized
Federal records and non-record information. The

US PTOis committed to ensuring the integrity of

dat a when changes in the nedia and format occur

U S. PTO electronic search systens are
al so well supported in the event of an unschedul ed
down tine. There are established nechanisns in

place to track, nmonitor, and fix problens quickly,

and because the search systens offered to the
public in the search facilities are the sane
systens used by the U S. PTO exam ners, we have a
strong business interest in maintaining operations

at all tines.

U.S. PTO el ectronic search systens have
nore conplete records and el ectronic searches

surpass paper searches in the ability to tailor a



search using a variety of strategies. Access to
these el ectronic systens in the public search
facilities is free. Training the public how to use

each of the nmjor databases of the electronic

search systemis offered formally on a nonthly
basis. The schedule is available in the public
search facilities and posted on the U S. PTO
website.

In addition, one-on-one training in the

public search facility is provided on request
during open hours. New users are routinely

provi ded reference assi stance and gui dance in the
use of these systens.

Col l ections of patents and trademarks in

nuneric sequence in a variety of formats, such as
mcrofilmand optical disk, will continue to be

mai ntai ned in the public search facilities. Stand-al one
search tools may be used to retrieve source

docunents fromthese alternate collections. Al so,

design patents and plant patents will be retained
in paper until such time as sufficient electronic

equi val ents are avail abl e.



We understand that the way conmerce is
conducted in today's workpl ace in government,
busi ness, and the service industry is vastly

different from 30 years ago, when electronic

resources and capabilities were not readily
avai l abl e. Studies conpleted by our customers are

i mportant to our efforts to inprove data and system
quality and we wel cone your suggestions in our

transition from paper search systems to el ectronic

search systens and we plan to incorporate that

i nformati on to nmake the inmprovenents that wll
ensure that we have the best possible electronic
search systens available to our custoners.

I will now turn the proceedi ngs over to

Doug Bourgeois, U S. PTO s Chief Informtion
Oficer, who will serve today as noderator. Thank
you all for taking the time to attend, participate,
and provide your coments in today's hearing.

REMARKS

MR. BOURGEAQ S: Thank you, Jon. | would
like to also welcone all of you to today's public

hearing, and allow nme briefly to introduce the



10
other U S. PTO officials here on the panel
To ny imrediate left is Kay Melvin, the
Executive for Information Di ssem nation Services

within my office, the Chief Information Oficer.

To ny right is Anne Chasser, the Conmi ssioner for
Trademarks, and to her right is N cholas Godici
Conmi ssi oner for Patents.

Twel ve speakers have requested the

opportunity to present conrents today, and if there

i s anyone here today who has not submitted comments
for the public record and would like to, we wll
accept those comments through Thursday, My 23.
That is one week from today.

I will start by briefly reviewi ng the

ground rules for today's hearing, in case sonme of
you were not able to pick up your copy on your way
in. Those of you who requested to speak will be
called to the podiumwhen it is your turn to

conmment. The order of speakers is presented on the

agenda that was provided at the entryway into the
roomand | will call the speakers in that order

Speakers will be asked to linit their



comments to ten minutes. A tinekeeper will provide

a rem nder when you are nearing the end of your

time, and if you go past ten mnutes, you may be

asked to | eave the podi um

Qovi ousl y,

there is a podiumright here in

front with a mcrophone that you will use to nake

your comments. No | aptop conmputer or projection

equi prent or any other equi pnent, save the podium

and the m crophone,

coments.

Ve will

not

will be used in naking your

be taking questions during the

hearing. This is your opportunity to be heard.

However, we may seek clarification on a point if it

is not understood and we will extend your tine

accordi ngly.

The proceedings are recorded and the

transcript will be posted on our website. Please

identify yoursel ves and the associ ation or

organi zation that you represent prior to beginning

your statenent.

Iowill

now

open the floor to our first

speaker. The first speaker is Daphne Hanmmond.

11



PUBLI C COMMENTS
M5. HAMMOND: Good morning. My nane is
Daphne Hamond. | am wi th Daphne Hanmmond

Associates. | amhere representing the Trademark

Ofice Public User Society, a group of trademark
searchers. | have been a trademark searcher since
1975.

The United States Patent and Tradenark

Ofice is proposing a plan to convert its search

library to an all electronic facility. Although
comments and questions were solicited in a Federa
Regi ster notice published on August 27, it is

di sconcerting that we have received no response to

any of the questions or issues we raised at that

There is no doubt that an excellent
aut omat ed search system shoul d exi st and coul d
repl ace the paper search system despite a concern

that the browse factor, a unique and irrepl aceabl e

el ement of the search system would be lost in an
el ectronic environment. Searching is frequently a

subj ecti ve endeavor where, in the process of

12



conducting a search, a stray reference will alert
the searcher to a new and previously unconsi dered
strat egy.

That bei ng said, years of neglect and

insufficient quality control have taken a toll on

t he paper records. The automated search system has
been a wel come adjunct to fill in the gaps and
errors that have crept into the paper. The

aut omat ed search system however, has its own

series of problems which are different fromthe
probl ems in the paper

First, there appears to be a significant
l ack of quality control during the input period,

resulting in uncounted errors in bibliographic

data, inproper or missing design codes, illegible
or missing inages, inages associated with the w ong
mark, and other significant m ssing data el enents.
Keeping in mind that this is the same system

utilized by the exam ners, the econom ¢ and

busi ness ramifications to the agency's internal and
external custoners are significant.

The Patent Ofice is nandated to mai ntain

13



a searchable record of trademarks. It would be
intell ectual dishonest to interpret that mandate to
refer to registrations only, since previously filed

applications can be just as significant to an

exam ner and certainly devastating to an applicant.
It would seemto be in the United States' best
interest for the Patent Ofice to create and

mai ntai n the nost accurate and conplete record

possi bl e.

Despite significant expenditure of funds,
many of the problens identified by previous Genera
Accounting Ofice reports still remain and have not
been addressed by the agency. It seens premature,

therefore, to elininate the paper search file unti

such time as significant inmprovenent in the

el ectronic systenis data integrity can be verified.
By way of exanple, the U S. PTO proposes

elimnation of the follow ng specific itens

currently existing in the paper files: Color

mar ks, Paris Convention marks, government agency
| ogos, Defense Departnent weapons nanes and sensory

marks. The U.S. PTO never created an adequate

14
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codi ng systemto nake sensory or col or marks
searchable in the initial design of the electronic
search system

Duri ng subsequent redesigns and upgrades,

sone new codes were created to accommpdate those
mar ks, but thousands of existing registrations and
applications were not retrofitted with these codes.
Simlarly, there has been no cohesive effort to

ensure the conmplete capture of Paris Convention

gover nirent agency, or weapons marks in their
entirety. It makes little sense, therefore, to
elimnate one systemin favor of another if such
significant discrepancies in this data have not

been identified and corrected.

The automated systemas it stands now is
not a reliable substitute for the paper, just as
the Internet system search system offered by the
Patent Office is a poor substitute for X-Search and

TRAM

VWil e we applaud the significant efforts
the U S. PTO has nade to nove into the electronic

age, much has to be done to ensure a snooth
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transition with reliable data for accurate
i nformati on di ssemnation. W continue to offer
our assistance in any manner that might aid the

agency in this endeavor. Thank you.

MR. BOURGEA S: Thank you for your
comment s.

The next speaker is John Jennison.

[ No response.]

MR, BOURGEOS: We will go to the next

speaker, then, Janes Chandl er.

MR. CHANDLER: Good norning. Thanks for
the privilege of addressing this group this
nmorning. M nane is Janes Chandler. | am

President of the National Intellectual Property Law

Institute. Qur website is nipli.org and we wel cone
anyone to visit our site.

| have been a professor of patent |aw for
probabl y--and trademark | aw for probably 40 years

or somet hi ng approachi ng that, even though | don't

show nmy age. | want to point that out. And I have
been a user of the facilities of the Patent Ofice

and the Trademark O fice on hundreds, probably
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t housands of occasions, and since the electronic
system has been up, it has been a trenendous val ue
to us in our research, to the research comunity

around the country and around the world, | m ght

add. | think it is one of the greatest

devel opnents in Patent OFfice services to the
public, many of whom call our offices believe that
since they couldn't get through to the Patent

Ofice, they can get through to our office and get

guesti ons answered on a variety of topics.

We have the benefit now of being able to
refer themto the PTO website, where they're able
to |l ocate nost of what they consider to be

potentially conpeting marks, potentially conpeting

i nventions, a service which heretofore has not been
avail able to the general public, and I'mreferring
now to the lay public.

|'ve al so discovered--so we have the

research community, we have the lay public as

principal beneficiaries. |1t also serves the
interests of the bar. Mny |lawers are able to go

online and discuss existing patents which they



woul d have to wait many days to receive hard
copies. That is a great advantage to the
practicing bar.

| also chair or am Presi dent of the

Chandl er Law Firm Chartered, and we file and have
pendi ng nunerous marks before the Tradenmark office
and before the Patent Office and it's no | onger
necessary for us to have a dialogue with the

exam ners about the status and pendency of our

marks. We're able to check several times a day
onl i ne.

We have a staff person who does nothing
but use the online service. | nean, her job al

day is to keep everyone in the research comunity,

of the institute, in the practicing conmnity of
the law firm apprised of the current status on
their mark so that we're able to know i medi ately
when the tinme starts to run, before we receive the

paper record fromthe Patent O fice or fromthe PT

Ofice on an examiner's rejection or proposed
amendnment, and we're able by tel ephone to then cal

the office and have the matter disposed of before

18



we ever receive the paper copy.
VWhat an indi spensabl e service that is.
How much efficiency does that add to our offices

where it's in mnutes? It saves the clients noney.

It saves us time and resources. So it definitely
serves the best interests of the practicing bar

For independent inventors, before, they'd
al nrost have to get a lawer to do the search and

the I awyer would actually hire someone else to do

the search. So they had | ayers of costs associ ated
wi th determ ning what the conpeting marks are or
i nventions are. Now, they're able to go online,
study it, and when they come to talk to the | awer,

t hey have an educated opinion on where they mnight

stand and they can speak specifically about

i nventions that have al ready been granted, on which
t he patents have already been granted, and | think

t hat serves these independent inventors very well,

many, many of whomrely upon our office for the

free counsel and advice that we're able to provide
as both lawyers and scholars in the field.

| think it also relieves the pressure on

19



the Patent Office. W used to call many, many
times a day seeking informati on and advice. W
don't have to make those calls anynmobre. So just

the relief fromny office alone has to provide them

at least two or three days of free tinme.

| believe that the novenent to online
service is inevitable and absol utely necessary.
Endi ng the paper files, | think it's a good idea to

mai ntain themin the Smithsoni an because they have

research value. W hope that we'll be able in the
institute to provide resources for hard copy
research files, as well. But for the time being,
it's time for the Patent Office to nove on, becone

a part of the 21st century and get ready for the

22nd century. As technol ogy inproves and grows,
it'll be inperative that the Patent O fice stay
abreast of that technol ogy and continue to inprove
and upgrade its systems, so we take our hats off to

you for the work you've already done. Thank you

very nmuch.
MR, BOURGEA S: Thank you, M. Chandl er.

The next speaker is Christopher Kondracki

20



M . Kondracki ?
[ No response.]
MR, BOURGEA S: Joseph d awson, Jr. M.

Cl awson coul d not be here.

MR. BRADY: M nanme is Rupert Brady. |[|'m
the one that Joe asked to read his letter

My nane is Joseph Clawson and | live in
McLean, Virginia. | do not claimto represent

anyone other than myself in this testinony.

Next nonth will mark 30 years of ny life
devoted to the intellectual property aspects of the
patentability of patent clains, patentability
determ nation, and the searching of the prior art.

In that time, | have accessed perhaps ten to 12

mllion documents relating to patentability of
cl ai med subject matter.

| was a patent examner in the
sem conduct or and conputer static menory

technol ogi es from June 1972 until Decenber of 1997.

In February 1983, | was personal ly asked by then-Assistant

Commi ssi oner Frank Burnett to aid the

CGeneral Counsel's Ofice of the Copyright Ofice in

21



formulating a position on integrated circuit nask
design. | was co-devel oper of the sem conductor
Cl ass 257 structure classification beginning in

about 1990. | reclassified the nonvol atile

floating gate static menmory Subcl ass 185 into 33
new subcl asses in 1995.

Since then, | have acted as a searcher in
nunerous litigation cases, both here in the U S.

and overseas. The estimated total of litigation

was involved in was over $100 million in the |ast
t hree years al one.

Thus, | can speak with some authority as
an expert as to the relative nmerits of the various

manners in which the prior art can be best and npst

conpl etely recovered and the judiciousness of the
proposed elimnation of the paper search files at
the U S. PTO as stated in the April 9 Federa

Regi ster notice.

It is repeatedly stated in the Federa

Regi ster that the paper patent and trademark
regi stration collections are no | onger needed for

public reference because of the availability of

22
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mature and reliable electronic systens in the
public search facilities. There is no evidence for
such an assertion or concl usion.

Further, these mature and reliable

el ectronic search systens are never identified.
They certainly cannot be the current error-prone,
unreliable, and inherently logically defective
systenms whi ch use the present BRS search engine.

This is the systemthat's |ost the patents of npst

of October and Novemrmber in early Decenber 2000 and
is the search engi ne which never could even
adequately do its original designed purpose of

| ooking up authors in a library catal og.

It is unclear if these mssing nonths of

Oct ober and Novenber 2000, or other nonths, have
ever been fully returned. It is known that the
text files of over 100,000 patents from 1971 to the
present are also lost. Such assertions in the

Regi ster thus appear to fly in the face of the

dai ly experience of nyself and others who use, or
nore properly put, attenpt to use, the electronic

search systenms of the U S. PTO and who routinely



find such electronic search systens clearly
inferior to the existing classified paper patent
library in nost applications.

Further, the inmportant existing classified

foreign patent docunents and technical literature
paper collections are also not available to the
public with these mature and reliable electronic
search systens in the public search facilities now

and there have been no proposals to provide such in

the future. Only the current classified paper
files provide this essential search resource.
Thus, the prima facie case in the Register notice
has not been mmade.

Amazi ngly, using the paper classified

search files at the U S. PTOin a foreign suit, |
was able to find better Japanese prior art than the
Japanese patent examiner in litigation involving a
Japanese patent, or kokoku. This shows the

enornous power and strength of the U S. classified

paper system sonething which cannot be duplicated
by using the comrercially avail able el ectronic data

or abstracts which acconpany these foreign

24
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references. It is not clear exactly how
applications are presently searched in Japan, but
what ever particular systemthey use, the U S.

classified paper file systemis clearly superior

As an exam ner, when cl assifying foreign
patents, we would routinely ignore the abstract,
whi ch was al nost always witten by soneone with
little know edge of either English or the

technol ogy invol ved, and instead rely upon the

drawi ngs and brief translation of sections of the
text for classification purposes. Cearly, no one
uses the so-called international patent
classification system neither Europe nor Japan.

It is largely usel ess for searching.

From ny prof essional experience, only the
robust U S.--1"msorry, classified U S. search
system provi des an adequate basis for deternining
the differences between the prior art and the

clains at issue, and only the paper files can do

this in a tinmely, effective manner. Thus, we need
to preserve and expand not only the U S. paper

files library but also the U S. classification



system as well.
In the early 1980s, many patent exam ners
had an opportunity to start using electronic

dat abase searchi ng, using key word search

strategies. Their initial enthusiasmwas often
soon blunted as they found that they could not

| ocate electronically the references that they
personal ly knew were there fromtheir manual

searching. Ohers who were expert in the various

technol ogi es al so came to rmuch the sane concl usion
This finding was further buttressed by

scientific evaluations, such as the March 1985

paper by David Blair in the Comunications of the

ACM "An Evaluation of Retrieval Effectiveness for

a Full Text Document Retrieval System" This
result was repeatedly verified in later studies by
ot hers.

VWil e this published paper reports the

results done using a generalized database of only

350, 000 pages, when applied to a patent database,
anot her uni que problem arises. |In many, if not

nost cases, the invention is never fully described



in wrds. The patent law requires that only the
speci fication, including the draw ngs, together be
under standabl e in enabling as to one of ordinary

skill in the art to make and use the invention

The words in many, if not nost, cases nerely flesh
out what is shown in the drawi ngs and do not
replicate in words what is in the drawi ngs, but are
ancillary thereto. Thus, in a patent database

el ectronic search, one is often presented with the

addi ti onal problem of searching for words which
were never there to begin wth.

Thus, automated el ectronic searching or
el ectroni c search systens, while at tines useful in

alimted manner, cannot fully replace an actua

properly classified manual paper search file in
many searchers' opinion. You cannot, quite
literally, find the references searching
electronically. Only a properly classified paper

file can do this.

A nmore correct way to view the searching
of an el ectroni c database using word search is to

consider that all the information is lost until you

27
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can di scover sone manner, usually a random process,
of getting a portion of it back
In the beginning of the Gulf War, the

first night of the attack on Baghdad saw CNN

broadcasting a sky filled with anti-aircraft
shelling, all mssing their target. They were
shooting randomy, blindly into the air, hoping,
praying to hit something, but they hit nothing.

This is the exact same blind nature of key word

sear chi ng.

As M. Randy Rabin pointed out in IP
Today--that's an article that just came out and not
avail abl e el ectronically--in such key word

searches, the searcher is his or her own

| exi cographer and search success depends on whet her
the searcher's verbal imagination is a match for
that of the witer of the patent.

MR, BOURGEA S: M. Brady, you have two

nor e m nutes.

MR. BRADY: Thank you. As noted above, in
the Blair paper, there was a staggering el ectronic

| oss of about 80 percent in this snmall database of



350, 000 pages. As the database gets larger, the
retrieval rate goes down even further and the error
rate goes up. Gven the size of the present U. S

PTO dat abase, in the terabytes, it is not seen

possi bl e how one can extract the proper information
using el ectroni c word searches.

Many fromtheir own experience have shown
that only an unacceptably snall percentage of

rel evant prior art could be routinely retrieved

el ectronically, and what was recovered was nost
often not the best and not the nost pertinent prior
art. |If one considers a closed stack paper search
where not hing | eaves, then one has absolute file

integrity, and if properly classified, it then

becomes easy for any person who can readily read
English to find all the pertinent prior art in a
particul ar subject area. A conplete search and
consi deration of all the relevant documents

absol utely necessary to be in conpliance with

Graham v. John Deere then becones avail abl e and
doable and is available to the ordinary person

wi t hout any special training.

29



It has been said that the paper files are
not necessary because it, all data information, is
on the Internet. This is sinply not true. Wile

some data is available on the Internet or other

el ectroni c databases, nuch, if not nost of it, is
certainly not. Many journals have only recently
kept their data electronically. The journal--

MR, BOURGEA S: M. Brady, your tine has

expired. Please conplete your point.

MR. BRADY: |'msorry?

MR. BOURGEAQ S: Conpl ete your point
briefly and then--

MR. BRADY: Well, | think the point is

that this is not the proper tine to trash the paper

files because there's no electronic substitute for
t hem yet .

MR, BOURGEAQ S: Thank you for your
comment s.

The npbderator would |ike the record to

reflect that no data are |ost, that the data are
backed up in nultiple formats, including data

files, data tapes, and mcrofiche fornmats.

30
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The next speaker is Calvin Van Sant.
MR. VAN SANT: Good nmorning. My name is
Calvin Van Sant. | represent Van Sant Patent

Services, a sole proprietor search service who

provi des searching services to individuals,
corporations, law firms, principally in the
mechani cal arts. So all of nmy work is image based,
so key word searching is only marginally hel pfu

for what | do.

| have been using the public search
facilities of the U S. PTO for ten years and over
those ten years--1 went back and counted--1've
spent about 3,900 hours using the various systemns

that the U . S. PTO has inplenented and | can to some

degree synpathize with what the Patent Ofice is
doing in that ny office is | ocated near Lancaster
Cty, Pennsylvania, and | amonly down here a few
days a week.

One of the principal areas that | search

is Cass 439, so | have recreated the U S. Patent
Class 439 in nmy office, at least the last 30 years

worth. That takes up the majority square foot of



nmy office. In the last two years, |'ve tried just
to replace that paper collection electronically,
storing all the inages and working with data

vendors and software engineers to be able to search

by subclass on a computer. [I'mstill maintaining
t he paper collection because after two years, mny
system doesn't quite work yet.

But as far as this nmorning' s conments, it

seens inevitable that the el ectronic searching

tools will supplant the paper files. | accept that
and ny coments relate to making the electronic
tool s as robust and usabl e as possible before
renovi ng them from public use, before rempving the

paper from public use.

| have just three brief points | want to
make related to the electronic information that is
avail abl e, the first one bei ng database
availability. Qutside of a fire or simlar

cat astrophi c event, the paper collection is always

avai l abl e. The same cannot be said of the
dat abases access fromthe EAST and WEST systens.

Every effort should be nade to nake sure that
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system availability to the exam ners during core
wor ki ng hours and to the public searchers while the
public search roomis open. System upgrades and

mai nt enance shoul d be conducted in a manner to

mnimze or elimnate disruptions to the exani ners
and to the public.

Systemup tine is a commonly tracked
statistic in nmost corporate information technol ogy

departments, and | tried to get that information

froma few vendors and fromthe Patent O fice and
didn't have quite enough tine to track down the
specifics, but | would encourage the PTOto
benchmar k dat abase provi ders, such as Dernent,

M croPat ent, Del phion, and others with the goal of

exceeding their system availability percentage.

| know the PTO is going through the
application process, | believe, for the Baldridge
Award, so | think that type of statistic and

tracking is probably avail able and woul d benefit

t hat application.
To hel p keep the PTO accountable, | would

suggest displaying pronminently in the public search
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rooma graph showing the up time of the system over
time so you can see if the PTOis getting better or
worse at providing those systenms for the public.

My second point, briefly, is database

accuracy. The best way to win over the advocates
of keeping the paper is to make the el ectronic
system better, better in this case neaning nore
accurate. The proposed plan for an electronic

public search facility addressed this point, but to

me was a bit confusing. The Federal Register
announcement states, and | quote, "Like paper
files, errors can occur in electronic search
systens. However, nechanisns are in place for

tracking, reporting, and fixing errors that are

made as a result of internal processes."

However, a recent discussion on the |ist
server of the Patent Information Users Group will
tend to contradict that previous statement. Stu

Kabeck, who is known to many in the online search

worl d as an advocate for database integrity and
many other issues related to patents, he is a

searcher for Exxon Mbbil and he notified the PTQO
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the EPO, and other places of erroneous data in
pat ent dat abases, and on January 9 of this year, he
poi nted out one of those errors on U.S. Patent and

Larry Larson of the PTO offered his expertise in

response to M. Kabeck's observation.

Here, | quote M. Larson. "The sinple
fact is that the bibliographic data in the ful
text database can't be fixed because it is correct

inthat it agrees with the issued patent as

printed. Under present PTO processes and systens,
it will stay that way forever. PTO el ectronic data
is not intended to be a collection of absolutely
correct information. Rather, it is intended to be

an accurate rendering of the PTOs |ega

publications. PTO full text can never actually be
corrected. This obviously conplicates the

aut omati on of patent searches and makes probl ematic
full reliance on electronic rather than paper

patent collections."

| know there are conplications to
correcting data with corrections, reissues, et

cetera, but Stu Kabeck's response to M. Larson, |
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couldn't say it better, so | wll just quote from
M. Kabeck's response. "I think it is sad that the
nost inmportant patent office in the world doesn't

seemto conprehend how seriously wong it is for it

to disseminate faulty information w thout providing
a nethod to correct errors. Everyone nakes errors.
Every system nakes errors. O her documentation
systens that | deal with have appropriate systemns

whi ch permit them when such errors are pointed

out, to correct them They take seriously a
responsibility to provide correct information to
their users.

"Sadly, the U S. PTO seens to consider

itself just an organization for issuing patents.

Any docunentation that results apparently isn't
worth worrying too much about. | said sadly, but
sad is far too mld aterm | challenge the U S.
PTO to take seriously the responsibility of

produci ng an archive of information that is as

accurate as possible and that can be corrected when
inevitable errors creep in."

I think that says enough as far as if you
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can't find what you're | ooking for because of an
error, the data is useless.
My last note relates to me as an ancillary

i ssue, but still pertinent to the electronic

repl acenent of the paper, and that's
reclassification. One of the principal services
that | provide to corporations who support the PTO
t hrough their nmaintenance fees, application fees,

et cetera, | support these companies and |aw firms

with infringenent searches. Before a manufacturer
produces and sells a product, they need reasonabl e
assurance that they will not be infringing upon
ot her conpani es' or individuals' patent rights.

The ability to review pertinent patents in

an efficient manner is vital to nmy clients. The

U S. PTO s decision to reduce resources in the area
of reclassification has caused an inordinate
increase in the tine it takes to conplete a

cl earance search. Key word searching, especially

in the nmechanical arts, cannot replace a
classification search. The information reported by

human bei ngs placing a patent in an appropriate
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subcl ass provides tremendous return on investnent
to the many users who need a reasonabl e search set

to prevent infringenent of another person's patent

rights.

By way of exanple, when | conduct an
i nfringement search for a client, | visit an
exam ner, | show them the product or draw ngs of

t he product, and | ask them where should |I search?

And every subclass they list, | go and review. And

ri ght now, sonetimes those sets are 1,500 to 2,000
documents. That is unreasonable to conduct--to be
an accurate search where you can review that many
cl ai ns.

And usi ng, again, ny business as an

exanpl e, over the last three years, from 1998

t hrough 2001, the length of tine it takes me to
conduct a search, | think increased by 32 percent.
So there's just too nany docunents.

Wth the addition of pre-grant

publications and the increased number of patents
i ssued, the problem of subclasses with too many

patents is accelerating. | would ask that you



pl ease direct the appropriate resources to the
recl assification projects in any areas, especially
i n emerging technol ogy, that has caused outdated

classification areas to explode in size.

MR, BOURGEA S: M. Van Sant, you have two
nore mnutes.

MR. VAN SANT: | have one statenent and
then I'mdone. In sumary, making el ectronic

systens dependable, to make them accurate, it needs

human intelligence applied by way of
reclassification to make the systens nore
efficient. Thank you.

MR. BOURGEA S: Thank you.

The next speaker is Robert Weir.

MR. VWEIR  Good morning. My nane is Bob
Weir. |I'mVice President of NIPRA. That's the
Nati onal Intellectual Property Researchers
Association, and | would like to thank the O fice

for the opportunity to present the comrents of the

Executive Committee with regard to the U S. PTO
plan to elimnate the paper patent and tradenark

col | ecti ons.



NIPRA is a not-for-profit organization
conprised of intellectual property professionals
t hat support the intellectual property comunity.

Upon review of the current state of the

U S. PTO electronic systems, N PRA is convinced
that the U S. PTOis not yet ready to transition to
an exclusively el ectronic search environment.

Al t hough the automated search systenms are a

val uabl e tool and N PRA supports the devel opnent of

a superior automated search systemthat m ght
ultimately replace the paper collections, at
present, such a system does not exist.

U.S. PTO and recent independent studies

have confirnmed that the U S. PTO el ectroni ¢ search

systens are not mature and reliable, and although
they may provide an equivalent functionality to the
paper collections, they do not provide the nore

i mportant criteria of equivalent results.

NI PRA recently conpleted the first of a

series of U S. PTO database reviews. The survey
denonstrated a 52 percent error rate in the X-Search and

TESS design code fields for one week of
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trademark filings in Novenmber of 2001. The survey
was published in the March 3 issue of the Bureau of
Nati onal Affairs Patent, Trademark, and Copyri ght

Journal. A random statistical sanmpling of the

entire cal endar year was then conducted to validate
those results and denmponstrated an error rate in
excess of 39 percent.

Further, we have obtained the results of a

simlar internal assessment conducted by

Pri cewat er houseCoopers, the U S. PTO s consultant,
i n August of 2001. That assessnent indicated a 46
percent error rate in the initial data entered by
U. S. PTO contractors and a 36 percent error rate in

the data upl oaded to the el ectronic search system

subsequent to the quality review by U S. PTO
enpl oyees. The situation is equally grimin the
Pat ent Search Library.

For exanple, the text fields in excess of

100, 000 patents and defensive publications issued

since 1971, patents and publications that the PTO
asserts are text searchable, notwi thstanding the

ClOs coment that they're backed up in some
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| ocation, are not in the EAST system nmaking
searches for the affected technol ogies difficult
for even the nost seasoned and tenaci ous of

pr of essi onal researchers.

Further, as those text fields include
i nventor and assignee information, their onission
makes it inpossible to conduct the due diligence
required prior to nortgage agreenments, nergers,

acqui sitions, and valuation of an entity's

intell ectual properties.

O her electronic deficiencies on the
patent side are nunerous reclassifications that
have not been entered into the database and a | arge

nunber of illegible or mssing i mages. These

i ssues are conpounded by problens that are a result
of reliance on the BRS search engine that is, quite
simply, not suited to the task.

The primary users of the U S. PTO search

libraries and information di ssem nation products

have known about these high error rates and
sof tware i nadequaci es since the inception of the

systens and have consistently provided U. S. PTO



management with docunentation to exenplify them
To date, the agency has done little or nothing to
address many of those concerns.

It's worth noting that the public has not

been alone in its criticismof the systens, as even
a cursory review of nearly two decades' worth of
GAO and | nspector General reports will indicate.

Rat her than address the issues presented, the

agency has consistently dism ssed public and

of ficial concerns and engaged in a ritual of
denial, misinformation, and scapegoati ng.

In response to the BNA article in
particul ar, Deputy Comm ssioner for Tradenark

Operations Robert Anderson disputed the N PRA

results and commented, and | quote, "If the error
rate were actually that high, we would have heard
about it." Simlarly, in a Washi ngton Post

i nterview, PTO spokesperson Brigid Quinn associ ated

that the NIPRA figures were way off and that an

i nternal survey indicated a ten percent error rate.
This is a typical exanple of the agency

policy of denial and is particularly onerous given
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that the office has not reviewed the N PRA survey
and is in possession of the Pricewaterhouse
assessment. That the Pricewaterhouse assessnent of

the el ectronic data was never rel eased to the

public serves as further proof that the agency has
made a consci ous decision not to informthe public
about the limtations in their information

di ssem nati on products.

We coul d waste time arguing whether the

actual error rate is ten percent, 36 percent, 39,
52, but the debate is irrelevant as even the | owest
adnmtted error rate is unacceptably high and five
times the two percent error rate the agency hol ds

as accept abl e.

At this critical point, as the agency
bul | dozes its way toward a full autonmated
environnent, its custoners, attorneys, researchers,
corporations, individuals, and vendors, they demand

that the agency respond to their concerns and

reveal the depth of their know edge of the database
problems as well as their plans to correct the

syst ens.

44



To date, the potential danmage that could
result from absolute reliance on the U S. PTO
el ectroni c search systens have been nitigated by

t he existence of the paper collections. They serve

as a validation for the results generated by the
el ectroni c search systens. Should the PTO be
allowed to proceed with the elimnation of those
records, this vital capacity will also be

elimnated, jeopardizing the validity of al

research conducted at the PTO

Addi tionally, mandating that potentia
patent and trademark applicants rely on those
systens will force themto engage in a ganme of

econom ¢ Russian roulette in which the inpact of

some crucial prior filings will not be felt unti
they deliver a fatal or crippling blow, resulting
in serious danage to the intellectual property
system and econom ¢ harm for those who rely on the

faulty U. S. PTO el ectronic products.

Per haps the PTO shoul d consi der the
| essons of the recent dot-com bust and tenper its

zeal for a fully automated environment until it is



sure that its business plan and system are both
viable and that its customers will accept them
Gven the U S PTO s nmandate to di sseminate

information, it would seemreasonable that the U S.

PTO shoul d strive to create and nmaintain the nost
accurate and conplete record possible and it seemns
premature to elimnate the paper search files unti
such time as the electronic systenms data integrity

can be verified.

NI PRA recommends that the U. S. PTO
i medi ately conmm ssion an independent study of the
aut omat ed search systens by an i ndependent
organi zation to ensure correction of the existing

data and creation of guidelines to correct the data

flow and ensure future data quality. The study
shoul d consi st of a side-by-side conparison of the
el ectroni ¢ and paper search systens until such a
time as the results of an exclusively electronic

search are consistently the equivalent of a

conbi ned el ectronic and paper collection search
Pendi ng the results of that study, the agency nust

suspend all efforts to elimnate the paper patent
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and trademark collections, and the Ofice is also
urged to advi se users of the automated search
systenms of their deficiencies in accordance with

OVB Circul ar A-130.

I f anyone desires copies of some of our
docunent ati on, please see me before | eaving the
hearing. That concludes ny prepared remarks.
Thank you.

MR. BOURGEAQ S: Thank you, M. Weir.

Qur next speaker is M. Randy Rabin.

MR. RABIN: Good nmorning. My name is
Randy Rabin. | am President of Patent Arts, LLC,
and have conducted patent searches for conpanies

and law firms for over 20 years. | am speaking

today on ny own behal f.

During this time, | have perforned several

t housand patent searches in nearly every
technol ogy, with an enphasis on conputer hardware

and software, electronics, and comruni cati ons.

From 1995 t hrough 1997, | served on PTO public
advi sory committees regardi ng computer

i mpl enent ati on, and nobst recently, at PTO s
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request, have participated in sessions to explore
how to i nprove patent search quality.
In this short paper, | want to express as

strongly as | can the necessity to retain the

paper - based coll ection of patents until the
conputer system which we referred to as EAST, has
proven itself as a dependable tool for access
critical patent information. For sinmplicity, |

will restrict my comrents to the patent side, but

nost of my remarks are appropriate, as well, for
tradenar ks.

One m ght assume that those of us who
support preservation of the paper collection are

perhaps not ready to nove into the future. Quite

the opposite is true. Most of us who are nost
vocal on the issue al so happen to be anpong the nost
conput er know edgeabl e, not only in the use of
conputers, but nuch of our work involves conducting

searches for inventions based on conputer

t echnol ogy.
Many of us have been accessing online

dat abases since even before the first PC appeared.
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Part of my own history goes back to 1981, when
after four years of searching patents strictly in
paper form | proposed to then-Comi ssioner

Mossi nghoff that we have terminals in the public

search room that would enable us to access the
dat abases of Dial og and other services.

The power of the conputer for quickly
accessi ng data was obvi ous to anyone who someti nes

spent nmany hours searching for a single detail in

an invention. But there was an expression in the
early 1980s. A conmputer search is a good aid, but
not a replacenent for, a paper search. | had hoped
that by now, 20 years later, a conputer search

woul d be good enough to replace paper

As all of us appreciate, there is a very
sinmple basis for the patent system To determ ne
i f your new paper clip or mcroprocessor is indeed
novel and deserving of a patent, it is conpared

with all sinilar patents for paper clips or

nm croprocessors. This act of comparing can happen
many tinmes in the life of a patent. The inventor

may use a collection of patents as a unique

49



know edge source in devel oping his invention. The
patent attorney will use related patents to focus
the claims of a patent application. And the

exam ner will conduct his own search and conpari son

in acting on an application. Later, the patent may
be the subject of an infringenent search with even
deeper conpari sons.

Every aspect of a patent, from prosecution

through litigation, is based on these conparisons

with the witten record. CObviously, whether the
record exists in paper or electronic form the
witten record rmust be accurate, conplete, and
usabl e.

In the Federal Register notice announcing

this hearing, the electronic database was descri bed
many tinmes as mature and reliable. Those
descriptors nmay apply to the classified paper
patent collection, but hardly to the electronic

ver si on.

Every day, every one of us who uses the
el ectronic systemis faced with its flaws in the

formof mssing or corrupt data. On sone |evels,
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the flaws can be conpensated for. But faulty
search results are sonetinmes |leading to the
i ssuance of faulty patents, at great cost to the

parties invol ved.

The el ectroni c patent database occurs in
two forms, a text file and an image file, and
significant flaws occur in both files. In
conducting a search using the computer system the

nunber of patents that can be searched using text

i nput, whether it be a technical term an
i nventor's nane, or conpany's name, is limted to
those patents having a text file.

O the 6.8 mllion issued patents, only

3.1 mllion, less than half, fall into that text

searchabl e group, which spans the period 1971 to
date. O that group, however, nore than 103, 000
are mssing text files and are, therefore, not
retrievable using any terms other than patent

nunber or classification. Therefore, an exam ner

or searcher |ooking for patents using any words,
for exanmple, light amplification or hal ogenated

bi phenol s, would be limted to those patents issued



in the 31-year period of 1971 to date, even though
many patents for those technol ogies exist prior to
1971.

During that period 1971 to date, there is

a three percent chance that the patent you need is
mssing a text file and, therefore, will not be
found. In addition, if you tried to find all the
patents assigned to Merck Pharmaceuticals or Dow

Chemical, there is a significantly higher chance

the patents will be missing due to the inclusion of
chemical symbols in the text. PTO has been aware
of this problem of mssing data at |east since
1992, but either through neglect or choice has not

posted a warning notice to users, nor have the

mssing files been replaced in all that tinme.

Anot her problemis the conplete inability
to text search prior to 1971. Even snall private
conpani es have nmanaged to OCR ol der patents back to

at least the early 1900s. EAST still does not

provide that ability.
Si nce the appearance of an article in the

New York Tinmes, | have received a nunber of calls
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fromacross the country from peopl e | ooking for
patents to Thomas Edi son, Ni kola Tesla, Philo
Farnsworth, and Chester Carlson. One sought

wartinme patents to his father. One sought patents

to an uncle's conpany that operated during the

1950s. Not one of these could be found on the

conputer systemdue to its date range limtation.
Flaws in the image file. A |arge nunber

of patents have flaws within the image file, which

of course, contains text as well as draw ngs. |
have several exhibits here which | can present
later. In the exhibits, you will find draw ngs and
texts that are little nore than bl ack bl obs.

In the paper file, this, of course, does

not occur, but sometinmes a patent is mssing.

Since alnost all patents are cross-referenced, the
same patent can be |ocated in another subclass. In
t he conput er database, however, a patent is

recorded only once, without a clean copy to fal

back on.
Though a heroic effort is being made by

one exaniner on his own time to locate and repl ace
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defective design patent scans, too many exist in
the utility patent database to correct in the near
future. Despite the fact that exam ners and

searchers routinely encounter these flaws in the

course of regular work, there is no reporting
systemin place to allow us to assist in the
correction process.

A very significant problemin the study of

patents, especially when many hundreds nust be

reviewed, is the very poor image quality of text
and drawi ngs di splayed on a nonitor. In the PTQ
21-inch color CRTs are used to present black and
white information. In another exhibit, |I have

phot ographs whi ch were taken of a screen display of

a patent. Right next to that screen display, | put
a paper imge of the sane col um.

MR, BOURGEA S: M. Rabin, you have two
nore mnutes.

MR. RABIN. Al right. Reading a patent

for content and meaning on a conmputer nonitor is a
significant problem Many searches are aborted

early due to visual fatigue. The patents are



printed out in |large nunber for later review.
The cl assified patent collection has been
denoni zed as wasteful of space, noney, and

resources. W have already witnessed the nerging

of the two separate collections that nearly cuts
the space requirenent in half. The cost of

mai nt ai ni ng one conplete classified library has
been conservatively estimated at between $5 and $7

mllion per year, including space and utilities,

copies, and staff.

The space requirenents to house U. S. and
foreign patents plus literature has been estinmated
at 74,000 square feet. To visualize this space,

| ocated a department store in my hometown of Falls

Church. Their floor space is al nost exactly the
same. They sell housewares in a space that costs
$1.9 mllion per year. The entire patent
collection, including foreign and literature, could

be housed on a single floor of such a building,

but, of course, preferably on multiple floors in a
buil di ng or conparable size. | think the patent

collection is nmore inportant than what we have

55



considered it to be.
Consi dering the PTO has spent well over $1
billion so far on the computer system w th annual

expendi tures exceeding $100 million, $239 nmllion

in the year 2001 alone, the classified paper is the
very cheapest, nost dependable, user friendly,
hacker - proof, already existing backup systemthat
could be devised or procured for use by exam ners

and the public alike and it is already in service.

MR, BOURGEA S: M. Rabin, your tine has
expired.

MR. RABIN:. Ckay.

3

BOURGEA S:  Thank you.

MR. RABIN: | have nore to say, but | will

turn that in.

MR. BOURGEAQ S: Thank you.

There were a coupl e of speakers who were
not present when their name was called. |[|f any of

t hem have made it, we will get to you when we get

to the end of the order.
The next speaker is Harold Novi ck.

MR. NOVI CK:  Honorabl e Deputy Under



Secretary of Conmerce and Deputy Director for U S.
PTO, officer and enpl oyees of the U S. PTO I adies
and gentlenmen, good norning. M nane is Harold

Novick. | want to first thank you for giving nme

the opportunity to present ny views. | only
represent nyself and nmy firmin what | say here
t oday.

I wish to add our vote to those who favor

the retention for the present tine of a paper

patent collection. However, | also want to join

Prof essor Chandl er in comrending the U S. PTO for
its efforts and achi evenents in conmputerizing its
records and activities. But for the present tine,

it is critical that the paper patent collection be

retai ned and mai ntai ned.

My firm Nath and Associates, is a
boutique law firmthat specializes in intellectua
property. About 90 percent or nore of our work is

inthe fields of patents and trademarks. W hold

oursel ves out to be specialists in procurenment and
Iicensing of patents and trademarks and the giving

of patentability and registrability and
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i nfringenent opinions. Qur technical bases have
i ncluded al nost all the arts.
Qur nenmbers have traveled all over the

world to meet with our clients and prospective

clients and to give semnars in a w de range of
circunstances. |In addition to the U S., we
prosecute patents in over 70 countries. Thus, we
have a famliarity with the patent systens, the

patent offices, and the patent professionals

t hr oughout the worl d.

Personal ly, | have been an | P professiona
for 32 years and a registered patent agent and then
patent attorney for nore than 31 years. At ny

firm I'"'mthe partner in charge of the mechanica

and el ectrical division and also the trademark
division. | began ny career in the IP field on
June 10, 1970, and ny first job was to go to the
pat ent search room and conduct a patent search, and

then to the trademark search room and conduct a

trademark search. Since that tine, | have been
very fortunate to use the facilities and the fruits

of the public search roomns.
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In this presentation today, | would like
to make three points regarding the retention of a
paper patent library. First, the PTO has a | ega

requi renent and responsibility to retain a paper

patent library. Second, good managenent practices
mandat e that a patent system be operated in
parallel with a fully devel oped and operating
conputerized system Thirdly, the PTO can best

serve its customers and the public wi shing to use

its facilities by retaining a fully classified
paper patent system

Poi nt one, under the | aw establishing the
Patent and Trademark Office, 35 U.S.C. in Section

7, the Director is mandated to mmintain, quote, "a

library of scientific and other works and
periodicals." The Director is also instructed to,
guote, "revise and maintain the classification by
subject matter of the United States letters of

patents for the purpose of determining with

readi ness and accuracy the novelty of inventions
for which applications for patent are filed," 35

U S.C. Section 8.
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Alibrary is defined as a place in which
literary and artistic materials, such as books,
periodi cals, and so forth are kept for reading,

reference, and |l ending. Thus, the Director is

required to keep a library of patents and a
classification systemfor use by the PTO and t he
public. Paper patents nust be a part of that
coll ection because a library is defined as a

col l ecti on of books and records.

Poi nt two, good mamnagement practices
mandat e t hat when one systemis to replace anot her
that the two systenms be run in parallel for a
period of time until it can be reasonably

determ ned that the new system has integrity,

reliability, conpleteness, and performnms the sane

functions as the old system

O hers have given testinony that there are

problems of integrity and conpl eteness in the

el ectroni ¢ database. There are. Qhers have given

testinmony that a conputerized word search is not
al ways t he best mechanismfor finding the nost

rel evant references. It is not. Ohers have said
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that the general public cannot be easily served at
the present state of training and know edge to use
a conputerized system They cannot.

O hers have said that it is virtually

i mpossible to conpare two different references side
by side using only a conputerized version. It is.
O hers have testified that the conputer database of
patents has flawed records. It does.

Sone of our clients only want a patent to

be granted, irrespective of the validity. A flawed
patent systemwould certainly help in that goal

but this should not be the goal of a PTO that has
as good a reputation as the United States Patent

and Trademark O fice.

There is no present requirenent that a
pat ent seeker do an independent patentability
search. The only requirenent is to tell what that
particul ar patent seeker knows about. Thus, with

t he abolishnent of the examiner's paper patent

search facilities, the only search that is being
done by the exaniner is being done in a

conput eri zed dat abase. Wth no paper backup



collection, the quality of that search nust be
[imted.
This limtation hel ps those clients who

only want a patent, but it is not the job of the

US. PTOto just grant patents. That would be a
sinmple registration system such as that that is
used in sonme countries, such as France. The U.S.
PTO shoul d strive to be nore, should strive to be a

qual ity organi zation, which in my opinion, it is.

However, there are also a lot of our
clients who require a strong patent, a valid
patent, a patent that can wi thstand the scrutiny of
l[itigation. Ohers of our clients require that a

pat ent bei ng asserted agai nst them be thoroughly

researched to determine the accuracy of that
assertion and the validity of the asserted patent.
For these clients, a strong search database is
needed.

Until the computerized database can be

proven and guaranteed, a secondary database of
paper references is mandatory and should be

required.
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Point three, in my opinion, the PTO can
best carry out its role and functions by retaining
a paper patent system From my persona

experience, the U.S. PTO has a wonderful worl dw de

reputation for its thoroughness, conpl eteness, and
accurate exam nation of prior art. This reputation
was achi eved by using a skillfully classified and
accurately and carefully naintai ned paper patent

system

As pointed out by others, a computerized
pat ent database, even if perfect inits integrity
and compl eteness, still is flawed because it cannot
be searched using words in energing technol ogi es

gi ven the vast freedom of expression and the

definitions used in our society. |If a patent
applicant can be his or her own |exicographer, then
t he neani ng of words results in a search which just
uses words that is inconplete, at best.

Al so, many users are handi capped and

cannot use a conputer screen or do not have the
ability within the time available to learn a

conputerized system For them the only resource
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is a paper patent system
It is earnestly hoped that the PTO will
retain its paper patent collection for at |east a

nunber of years so that all can best be served. |

t hank you very much for permitting ne to speak and
to give ny views.
MR. BOURGEAQ S: Thank you, M. Novick.
Qur next speaker is denn Wse.

MR. WSE: Good norning, |adies and

gentl emen, public and PTO. MW nane is G enn Wse.
| ama registered patent agent. The follow ng
conments are submitted pursuant to the notice of
April the 9th and are my personal views based on

over 45 years of experience in the intellectual

property arena, first as a patent exam ner,
including a stint as a classifier, and subsequently
as a patent agent, but primarily as sole
practitioner in a search practice. | have also

been granted as solo inventor over a dozen U.S.

patents, so | have a bit of background in the
pat ent busi ness.

VWhen | finished preparing ny remarks
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yesterday, | ended up with sone 63 pages of
comments and exhibits and | figured that it's
probably not possible to deliver that within ten

m nutes, so what | decided to do was to pick three

or four of the nbst urgent, as far as |I'm
concerned, and concentrate on them and I'll be
doi ng that extenporaneously w th some input
concerning other itens that don't relate exactly to

today' s hearing, but other people have menti oned

some of themand | want to add my voice to that.

I think we're here today to deci de whet her
it's tine to euthani ze the 212-year-ol d paper files
or, in the corollary, whether the electronic

systens are not yet, to quote from Saturday N ght

Live, "ready for prinme time."

Four of the concerns that are made here in
nmy mind at the noment relate to the differences
that we still find between the paper files and the

el ectroni ¢ EAST-WEST search systemas far as the

public is concerned. | bring first to your
attention, and | exhibited that within my

subm ssion, which I'Il be giving to you later, two



subcl asses.
In Cass 340, electrical communications,
there is a Subclass 572.5, which has to do with a

certain kind of anti-shoplifting apparatus. The

di fference between the | oading in the EAST-WEST
system and that paper subclass is over three
percent in favor of the paper. |In other words,
there is that nuch nore paper than there is on

EAST- VEST.

The second one | would mention is C ass
701, a fairly recently classified class dealing
wi th navigation. Subclass 213, which has to do
wi th gl obal positioning systens, over one percent

of the--there's nore than one percent nore paper

than there i s EAST-WEST | oadi ng.

Now, this may be all due to documentation
servi ce probl ens wherein class projects, reclass
projects were not properly handl ed by the people

who have to shuffle the paper after the job is

done, but with such differences, | think it's worth
the Patent Office's tine to see what's going on

here, and | have given subclass lists with show ngs
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of front page patents that exist in the paper but
do not exist on EAST-WEST.
The second category | would like to

discuss is reliability of the EAST-WEST system

Last year in the fall, | received the results of a
Freedom of | nformati on request concerning the
second quarter of 2001 with a little overlap into
March 2001 and July 2001. During that period,

which admttedly is now about ten nonths ago, the

down tine in the public search room was somewhere
between 1.3 and two percent, dependi ng on how you
deci phered the handwitten logs at the contro

desks of the CSIR area and the public search room

ar ea.

| have submitted the actual |og sheets
here so you can see what | amtal king about, where
it is difficult to decipher. | amreconmending
that the Patent Office be a little nore stringent

inits logging, at |least on the public side.

| nmentioned that that information i s about

ten months old, but within the [ast two nonths,

|'ve had a situation in Crystal Park 5 where, for

67



68
what ever reason, where the el ectronic system was
down over four hours and the examiners are actually
seen searching paper, which has not been too

frequent for those of us who use the exam ner

search rooms consi derably.

The third category I'd like to discuss a
little is the i nadequaci es of certain parts of the
EAST- VEST system insofar as |oading is concerned.

One of the main ones that | know of and nobody el se

here has yet nentioned is the fact that the clains
in sone 4,500-plus pre-examcertificates are not
searchabl e key word wi se. The pre-exans are in the
tail-end i mages on the system but they are not key

word searchabl e and they are among the hi ghest or

the nost prosecuted items in the U S. patent
i nventory.
Peopl e al ready nentioned the | ack of
t housands of patents fromthe 1971 to 1975 era as

far as key word searching, and, of course, anything

prior to 1971 isn't available to the public yet,
al t hough 1971 back to 1920 was supposed to be in

the research roomlast July and hasn't arrived yet,



al t hough the examiners have had it for a few nonths
now. One of the reasons for that is sonething to
do with architecture, but that to the | aynan

doesn't--1 don't understand what all that neans.

My fourth concern relates to untrained
visitors conming into the search room Your Federa
Regi ster notice suggests there are about 300 a
nonth that come in to use the search roomfor the

first time. To nmy know edge, there has been no

attenpt to formalize a procedure for mneeting and
greeting these people. It's on an ad hoc basis now
and there has been no attenpt to get feedback as
far as customer surveys, exit polls, so to speak,

of how t he neophyte or the first-time user feels

about his experience or her experience.

As you might agree with ne, when | |ook in
the mirror in the norning, | know | am somewhere in
the autumm of ny career. | amnot as young as M.
Chandler--1 wish | were--so | have less of an axe

to grind than nany who are going to be here for
several years.

But | would like, having been an activi st
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for a lot of years, to make sure that ny conments
are considered, and | think they will be, although
for a while | was in doubt about the ones that |

subm tted | ast August because, sonmehow, the Patent

O fice never got themto the people in charge and
had to hand-deliver a set and | am putting anot her
duplicate copy in this subm ssion today. | finally
got m ne over to themon April the 5th, | believe

it was, 4th or 5th, so it didn't get into the

transcript in the search roomand didn't get up
online until much later than the earlier 49 that
cane in. Apparently, | was nunber 50.

I would like to touch on classification a

little bit, even though this isn't part of this

hearing this norning.

MR. BOURGEO S: M. Wse, you have two
m nutes to touch on classification.

MR. WSE: And several other things.

noti ce on page 134 of the annual report just out,

and for those that don't have it, it's in the
nmuseum downstairs on your way out if you want to

ook at it, three classification projects for
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original patents are down to one-third of what they
were just four years ago. A nere 39, 000-pl us
patents were reclassified | ast year as originals,

way, way down from years ago

This is the result of a decision back in
around 1995, at the sane tine that the decision was
made to stop filing foreign patents. Both of those
decisions, | believe, were wong or at |east

premat ure because we don't have the backup to

rectify the problens that exist because of them

| mentioned foreign patents just briefly
there. W rely heavily still on the foreign
patents, even though there's a gap from 1995 on in

the paper. | search themevery week and often find

things that aren't in the U S. because sone patents
from some countries around the world aren't on the
dat abase yet, South Africa, for exanple, who has
quite a few, Poland, you nanme it. Just the mgjor

countries are mainly there insofar as easy

retrieval and text searchability. The Patent
Ofice says they have multi-nillions on there, but

nost of themare on inmage only and not really
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searchabl e, or not nost of them many of them a
hi gh percent age.
In closing, | would say you fol ks have

cone a long way with your database searching, but

i nsofar as |'m concerned, you still have a

consi derably ways to go. Fortunately, they' ve got
a cushion now for your mmjor nove to your new
facility, which still gives you time to iron out

some of the things that have been di scussed here

this nmorning, and hopefully you'll take it fairly
seriously.

MR, BOURGEO S: M. Wse, your tinme has
expired. Thank you.

MR WSE: | will be subnmitting these.

Thank you for your tinme.

MR. BOURGEAQ S: Thank you.

The next speaker is Terrence Brown.
Terrence Brown?

[ No response.]

MR, BOURGEA S: kay. R Lee G anthanf
MR. GRANTHAM Good nmorning. |'m Lee

Grantham | work for a local 35-attorney firm |
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manage the firm s search departnent and |'ve been
searching for 13 years.
We' ve been asked to comrent today on a

plan to create an el ectronic search facility, which

means the elinination of the PTO paper files. PTO
argues that functional equival ency has been reached
regardi ng el ectronic patent storage and retrieval.

| have to agree. The new search tools are

congruent with the necessary methods of the

i nformati on age. The paper-based search system has
been nade better. | expect additional features to
be added regularly, thereby further enhancing our
work effort.

The question at this point today regards

expectations that the work product derived from
using el ectronic techniques in conparison to the
paper files will produce comparable results. Wth
el ectronic capability, we expect efficiency, we

expect thoroughness, and especially we expect to

identify germane prior art. W expect the new
nmet hods and techni ques to enable the user to

produce a work product of equal quality to that
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provi ded by the system now bei ng repl aced.
The new search tool is powerful. The
preci sion of key word searching directs the user to

rel evant prior art. One can check cited references

with the snap of a finger. You can even insert a

search termin a particul ar docunent after you've

identified the document as potential pertinent.
So the introduction of electronic

techni ques nust result in an inproved systemto

find prior art, right? | don't think so. The key
word here is "must." The expectations are not
guar ant eed.

The fruits of technol ogi cal progress do

not result wi thout a vision and a reasonabl e

under st andi ng of current systemc trends or
system ¢ dynamics. The decision makers nust
understand that the cross-inpact effects of various
pl ayers, even though sinply engaging in their daily

task, can have totally unanticipated effects.

Current trends nust be identified and carried to
their | ocal conclusion so the decision maker can

better evaluate the steps necessary to reach the
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expect ed out cormes.
The assunption, it seens, is that we have
a fine search systemthat works, so contributing

nore capacity or nore searchi ng power or nore

efficiency will result in an inproved outcorme.

It's as if PTOfeels there is a black box where you
put in something good, let it mx around a little,
and out pops progress, new and inproved. That is

not how success works. The goal must be defined

and attentive steps taken to reach that goal

The technol ogy anal yst | ong ago recogni zed
that every time a new technology is introduced into
a social system there are uni ntended consequences.

That's what |'m going to address today, unintended

consequences.

There are two different types of
searchers. There is the public sector searcher and
the private sector searcher. Even though each

accesses the sane source material, each has

di fferent objectives and each faces different
constraints.

The public sector searcher is considered
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an expert due to the narrow focus. They are
expected to learn the art within their areas. They
are expected to search quickly, and over tinme, as

they learn the art, to search even quicker

Historically, this has been a fact. It has worked.
Presumably, the public sector searcher is expected
to be thorough, despite the fact they work under
strict tine constraints that preclude extensive

searching. Searching is only one responsibility of

this group, that this group has. They, the public
searchers, are the exam ners.

The private sector searcher is a
generalist. We work in all the art units. W

al ways have nore time to search. W regularly

spend eight to 12 hours doing patentability

studies. W sonetines rely on primary examners to
provide a search field, thereby saving us signa-generali st
tinme.

The reality of the matter is that the

exam ni ng corps heavily influences the overal
makeup of the search system This is true, even

t hough the exam ners' search results are the
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product of miniml search time. As the sheer
nunber of patents has expl oded, searching has
becone nore entail ed.

In order to achieve a proficient system

it is inperative to evaluate current systenic
trends that inmpede attai nnent of the goal. The
goal in this case is a well organized, accessible
patent searching facility. Because the examni ning

corps has great influence on the system it is

necessary to |l ook at the trends emanating fromthat
group.

| want to be clear that what |I'mstating
here are the observations of a private sector

searcher, but | believe that they are

representative of intrinsic trends that do not bode
wel |l for a proficient search system M/ point is
not to attack, but only to illum nate

The foll owi ng encounters have happened to

me in the past year. These experiences are

replicated fairly often by other private searchers.
For instance, showi ng a disclosure to an

exam ner and being told, "lI'mnot sure where to
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| ook, but I will key word it."
Two, asking an exam ner where the paper
files are for their class and are told, "I don't

know. We don't search paper anynore." Wen you

mention that you're | ooking for the foreign shoes,
their response, "The foreign patents are on the
dat abase." W know that the foreign patents and
t he paper shoes are not replicated thoroughly in

t he EAST system

Three, take a disclosure that acknow edges
t he use of known old technol ogy, although the
application of that technology was in a new
envi ronnent, see two examiners, get two different

search fields, and get the same puzzl enent and

surprise fromeach, along with the sane coment
that the old technol ogy was different, only to find
out later that the technology is not obscure and
that there were about two dozen exanpl es patented

bet ween 1900 and 1920. In this case, the art was

not in any of the subclasses that the exam ners
provi ded. The correct subclass was eventually

identified using electronic search techni ques, but
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renenmber, | have anple time to spend | ooking for
t hem
Four, we are starting to see sinple

patents issuing that have pertinent issued prior

art not identified by the examner. The private

sector searchers are finding invalidating prior art

that predates 1971 or uses different |exicography.
Five, | am subject to comrents from

attorneys that office actions are being issued that

site patents that have little to do with the
i nvention but do contain appropriate key words.

The five exanpl es show a nunber of things.
| believe that, inmportantly, they show a di sconnect

regardi ng the existence of old prior art. dd art

is ferried into subclasses. Myre to the point,
there is a disconnect regarding prior art that is
not key word searchable. The general trend,
therefore, indicates a reluctance to manually

search cl ass subcl asses even though this is doable

electronically. The result is dimnished reliance
on the classification system

The elimnation of the paper files renoves
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the need to physically put yourself in the art.
The organi zation in which the paper system was
founded is now rendered out of hand, out of sight,

and out of mind. This devel opnent is

under st andabl e, and in sonme cases it was even
predi ctable. Subclasses in nmany nechanical fields
are sinmply growi ng too | arge, which, incidentally,
i s another trend.

MR, BOURGEA S: M. G antham you have two

nore ni nutes.

MR. GRANTHAM The problemis acute in the
mechani cal arts because the nechanical arts do not
I end thensel ves to key word searchi ng and one nust

manual |y search those areas.

In conclusion, Brigid Quinn recently
conment ed that paper had no intrinsic value. On
this matter, she was wong. The value of the paper
files resides in the fact that they provide a well-organized

nmet hod of finding prior art. The

foundati on of the paper system nmust be conti nued.
If the classification systemis allowed to atrophy,

t he goal of an inproved search capability will be



nm ssed and mi ght not even be up to the demands of
the informati on age. A system dependent on text
searching will not be efficient and will not be

conpr ehensi ve.

Technol ogy hi storians recogni zed | ong ago
that with the introduction of new technol ogy,
something old is always lost. |In this case, it
appears that we are losing a classification system

The private sector requires a systemthat works,

especially in view of the burgeoning prior art.
Thank you.

MR. BOURGEA S: Thank you.

I s John Jenni son present?

MR. JENNI SON:  Sorry I'mlate. Last

ni ght, ny two daughters got sick. M wife took the
first one, | took the second one. The second one
had SOL testing today and | needed to make sure she
was ready to go this norning. That was a

responsibility I had.

| was still on track to get here on tinme
and then I hit Route 50 coming in that was backed

up fromFairfax City to Falls Church. | guess the
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VDOT decided to fix the lights there and it was
adver se consequences for ne. But | had made a
responsibility to ny daughter and knew there was

flexibility in speaking today, so | met that

responsibility. | guess sometines the governnent
fixes things that aren't broken.

My nane is John Jennison. |I'mwth the
law firm of Jennison and Schultz. Normally at

public hearings, the speaker gives thanks for the

opportunity to speak. |'mnot here to thank the
bureaucrats who, by caveat, have erroneously
determ ned that the paper search records of the
Pat ent and Trademark O fice Crystal City Patent

Search Room and Trademark Search Library are no

| onger needed for public reference. | fear that
t he deci sion has already been nmade. | think that
woul d be di srespectful to the purposes of hol ding
public hearings, such as this one.

W are nenbers of a law firmthat

specializes in trademark |aw. Menbers of our firm

have been using the Trademark Search Library of the

United States Patent and Trademark O fice since
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1939. In addition, nembers of our family have been
associated with the U S. PTO and its predecessor
agenci es since 1909. Therefore, we have had a

close relationship with the workings of the

trademark search facilities for close to a century.
Based on our know edge and experience, we

are very aware of the value of the data contained

in the public search records. W are famliar with

the many reasons that the public needs and uses the

i nformati on contained in the records through our
continuous rel ationships with and representations
of individuals as well as the nmany small and | arge
conpani es and corporations. |In addition, we are

and have been the Washi ngton associ ates for many

U.S. and international law firms.

We understand the need for maintaining the
integrity of the valuable resources |located at the
public records of the U S. PTO As a result of our

constant daily workings with the records, both

aut omat ed and paper, mmintained by the agency, we
have been able to study the benefits and the

probl ems that appear in each of these fornats.

83



We do not object to the devel opnent of a
plan to renove the trademark cl assified paper files
fromthe public search facilities, provided that

prior to the plan's inplenmentation and renoval of

any paper files, the U S. PTO nust conpletely
denonstrate to the satisfaction of the user public
and the Congress that the automated records that
repl ace the paper files are conplete, up to date,

and reliable with respect to all the data currently

mai ntai ned in the non-automated records. To date,
the U. S. PTO has been unwilling and unable to

publicly make that denpnstration

There are discrepancies in search results.

A sinple conparison of two exact mark searches

illustrates the lack of reliance and the accuracy
of the X-Search system and the | ack of Federa
trademark notice of conplete reliance on the

aut omat ed records. Attachment A shows Registration

No. 1,377,536 for the service mark of the letters

"RF'" with a design of a shield, house, and stars.
The registration is searchable and | ocatabl e under

the letters and, for exanple, the house buil dings
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and scenery design in the paper search room
records.
By contrast, a review of the automated

record displays the service mark as consisting of

only the letters "RF." No design elements are
searchable. Therefore, in the automated records,
t he design has no trademark notice to potentia
users of confusingly simlar marks.

Attachment B di spl ays Registration No.

1,585,102 for the letter "O'" with geonetric

hori zontal 1ines, shadows, and a | eaf design. The
trademark is searchable and | ocatable in the paper
records as the letter "O' and the design el enent,

bars, and the vegetation el enent.

The aut omated records, by compari son,
identifies a pseudo mark as "O', does not identify
the actual mark as "O'. Further, only the | eaf
design elenment is entered into the design field of

t he marKk. In other words, an el ectronic search

record of the Chio State University "O' with |ines
registration is inconplete.

O course, many nore exanpl es can be
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gi ven, but | amnot up here to bel abor the point
t hat when sonmething is not right, it is wong. The
exanples sinmply illustrate the electronic systemis

not conplete, not accurate, and not reliabl e enough

at this time to justify the elimnation of paper

search records.

This is a |l esson previously taught but not

| earned by the PTO. Attachment Cis a copy of the

General Accounting report dated 1990 t hat

identifies the historical data quality problens at
page five under the headi ng, "Database |naccuracies
May Conprom se Quality of Registration Process."
The GAO report brought to mnd Assistant

Conmi ssi oner of Trademar ks Margaret Laurence's

quote that, "We," trademarks, "wanted to automate
in the worst way, and we did."

The equi val ence and conpl et eness of
systems. Anot her point of controversy over the

plan to elimnate the Trademark Search Library

records is that it fails to nmeet any obvi ous test
of comprehensibility or coherence. It is a facade

of rationality. The Federal notice gl osses over
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t he pendi ng applicati on of abandoned application
searchabl e records. By citing Title 35 of the U S.
Code, the PTO states it is only responsible for

mai nt ai ni ng trademark regi strations arranged to

permit search for and retrieval of information.
That responsibility is not net with only the
aut omat ed records.

Hi storical conpleteness. There is no

equi val ence of the conpl eteness of the autonated

records versus the paper records. The automated
records only carry the registration and application
records from 1983 to date, and nany of these
records are mssing and i nconplete. W have al so

di scovered and reported to the PTO that the

i nformati on has been inexplicably purged fromthe
aut omat ed search system

It is the paper collection records with
its mcrofilmof canceled and expired trademarks

that are arranged to permt search for and

retrieval of information on all tradenmarks fromthe
first registrations to those issued two days ago.

The automated records hold 19 years of trademark
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regi strations. The paper search record system
hol ds over 100 years of search and retrieval on al
trademark registrations and applications.

The cl assified paper records maintain

registration certificates, application draw ngs,

and registration and application status data that
are not available in the automated system They
al so mmi ntai n anendrment, assignnent, consent,

correction, and status information that the office

has failed to capture and maintain in the automated
search and status system Attachnment D is an
exanpl e of an anendment to a design tradenark
entered in the paper record search records but

m ssing fromthe automated system

Statutory notices. The Federal notice
nm sl eadingly states that the database al so incl udes
the marks protected under Article 6ter of the Paris
Convention. Attachment E di splays the Convention

mark by the WPO for European Atom c Energy

Conmunity as missing fromthe automated records,
but with a full copy of notice and inmage fromthe

paper records.
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The PTO acknow edges this shortconing in
the TMEP Section 205, "Copies are filed in the
paper records of the Trademark Search Library and

pertinent information is entered in the autonated

search records. However, since many of the images
associated with these entries are not currently
avai | abl e by conputer, they nust be found in the
Search Library."

Further statutory notices, including

United States CGovernment agency notices under
Executive Order 11628 have been filed and

mai nt ai ned t hroughout the paper records.
Attachnment F shows a typical government agency

notice for the Federal Bureau of Investigation. No

such notice exists in the automated records, and if
t he paper records are elininated, none will exist
as statutorily required. The m ssing electronic
notices bring into question the agency's comitnent

to providing the government-mandated i nformation to

t he public.
Fromthe trademark examining attorney's

perspective, the only rel evant tradenmark
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information is the live trademark registrations and
applications. But fromthe public's need for
research, the entire collection is needed and only

t he paper records at this time permt the search

and retrieval of all trademark information.

In order to provide our clients with the
nost conprehensive and accurate information from
the public records, we conduct searches of the

paper and automated records currently maintained in

the library. Yes, we continue to find

di screpancies in both. W have docunmented and
reported thousands of references mssing fromthe
automated records or that are incorrect in the

paper records. The problemis caused by severa

factors, including input errors, data maintenance,
and the limted capability to retrieve the

i nformati on fromthe automated search system
Nei t her systemis equivalent to the other

MR. BOURGEA S: M. Jennison, you have two

nore mnutes.
MR. JENNI SON: |'ve got two pages here.

Negative inpact to the public. |In our opinion
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of ficials | ooking into the subject issue do not
fully understand how the Trademark Search Library
is used. The office is only concerned with 2(d)

citations. They do not have any use for

information related to abandoned applications and
cancel ed or expired registrations. Therefore, they
do not maintain this information indefinitely in
the automated records. It is nmaintained, however,

in the paper records and the microfilmrecords in

the Search Library. These records provide val uable
information in the areas of possible conmon | aw
use, marks that have run into problens in the past,
and ownershi p questions.

The public needs a conprehensive search

systemthat provides conpleteness. This electronic
system does not provide the conpleteness at this
time. Only a search systemincorporated from
conponents of the electronic, paper, and mcrofilm

records provides the npbst conplete records and

neets the needs of the public. At the present
time, however, our clients will be danaged by the

elimnation of the classified paper draw ngs and
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regi strations because the automated records al one
fail to give notice of trademark rights.
As experts in the field of trademarks, we

certify that the inplenmentation of the plan to

elimnate the paper search records will negatively
i mpact the public.

Good faith issue. W are deeply
di sappoi nted and concerned by the attitude recently

shown by the agency. For centuries, the intent of

a trademark fromcomon law to statutory protection
is to give notice of claimed rights. For over 100
years, the agency has mmintai ned the paper records
with full support for ensuring the best public

trademark notice possible.

Any decision to elininate the classified
paper search records is premature, at best. Anyone
with firsthand know edge of how poorly the
aut omat ed search systens have been devel oped and

i mpl enented is horrified that the best possible

backup systemw |l be elimnated. A hasty decision
to elimnate the paper records will make waste.

This admi nistration departs fromthe best

92



93
i nformati on avail abl e regardl ess of the medi um
This admi nistration now wants all things electronic
and proposes to shirk its agency responsibility of

mai nt ai ni ng public notice to obtain the electronic

environnent. Those of us who use its records in

the Trademark Search Library know that great harm
wi || be done throughout the trademark world by the
approach being considered. It is our opinion that

anyone who conducts a search w thout using both the

paper and el ectronic records may be negligent.
Further, while the Trademark O fice is not
accountabl e for missing citations during

exam nation, such om ssions cost the public dearly

in opposition and infringenent costs.

MR, BOURGEA S: M. Jennison, your tinme
has expired.

MR. JENNI SON: One par agr aph.

MR. BOURGEAO S: Thank you very nuch for

your conmments.

MR JENNISON: It's a thanks.
[ Laught er.]

MR. BOURGEA S: In that case, you may
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proceed.
[ Laught er. ]
MR. JENNI SON: Thanks. There's a PTO

story that Thonmas Jefferson started the shoe paper

filing systemfor patents that was integrated into
the trademark side, as well. | do not think the
lore is true. | suspect that some worthy public
servant started the practice, but that credit was

gi ven to Jefferson.

So | want now to thank the generations of
public servants who have strived for and sweated
over the establishment and mai nt enance of the paper
records for the Patent and Trademark Office. It is

their efforts that the present adm nistration

shoul d consi der and conpare thensel ves to for
justification.

MR. BOURGEA S: Thank you.

I s Christopher Kondracki present?

[ No response.]

MR, BOURGEAO S: |Is Terrence Brown present?
[ No response.]

CLOSI NG REMARKS



MR. BOURGEAQ S: That concl udes our public
hearing. | would like to thank everyone for
attendi ng t oday.

One final rem nder. We will accept your

conmments through May 23, one week fromtoday, and
they will be posted on our website. Thank you very
much.

[ Wher eupon, at 11: 09 a.m, the hearing was

adj our ned. ]
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