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4
COW SSI ONER CHASSER:  Good nor ni ng,

everyone. | am Anne Chasser, the Conm ssioner for
Trademarks. And | would |ike to wel cone everyone on
behal f of the United States Patent and Trademark

O fice.

This nmeeting is a public hearing on the
subj ect matter of the Federal Register Notice published
on August 30th, 2001, usually referred to as the
Mandatory El ectronic Filing Notice.

The notice was actually entitled Electronic
Subm ssi on of Applications for Registration and ot her
Docunent s.

That notice sets today, October 12th, as the
date of the public hearing for those who wish to
comrent on the contents of the notice.

The public hearing is not the only
opportunity to comment on the electronic subm ssion of
applications for registration and other docunents. The
period for submtting witten comments opened on August
30t h, 2001, and will remain open until October 29th,

2001.
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Witten comments may be mailed or e-mailed to
the office. Details can be found in the Federal
Regi ster notice, which is posted with other notices on
the U S. PTO web site at www. uspto. gov.

Further, if any of you wish to view the
witten comments of others, they will be posted on the
U S. PTO web site in the near future.

The Federal Register Notice under discussion
is a notice of proposed rul e-making. The proposed rule
has three general requirenents.

First, if the rule becones a final rule, it
will require that all U S. pro se applicants and
regi strants and other U.S. applicants and registrants
represented by attorneys file any trademark rel ated
docunment for which a Trademark El ectronic Application
System TEAS, formexists on the U S. PTO web site
usi ng the appropriate TEAS form

Second, the proposed rule sets out two ngmjor
exceptions to that requirenment to filing TEAS.

The first exception allows foreign applicants

as defined in section 44 B of the Trademark Act of 1946
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to file on paper.

The second exception allows any U. S. pro se
applicant or registrant or attorney for other U.S.
applicant or registrant to file on paper if they submt
as part of the paper filing an affidavit stating either
that they do not have access to TEAS or the technical
capability to use TEAS.

Finally, the notice of proposed rul e-naking
suggests amending rule 1.10 to exclude the filing of
any trademark docunent under rule 110 if an electronic
formexists for that docunent.

For the trademark operation to neet its goals
of inproving quality of our products and services,
mai nt ai ni ng | ow pendency and reduci ng our costs, the
of fice nmust achieve at |east 80 percent of trademark
rel ated docunents filed electronically by 2003.

Therefore, the trademark operation has taken
a proactive role in pronoting electronic filing.
However, this rule is not the only option. W're very
eager to hear the comments of the three bar

associ ati ons represented today. And we hope they w |
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support the goals of the trademark operations and our
strategic goals.

Further, we hope that nenmbers of the
trademark bar who nmay di sagree with the contents of the
proposed rule will have positive suggestions as to how
the office can reach its stated goal of 80 percent
el ectronic filing by 2003.

"1l now open the floor to our first speaker.

The proceedings are recorded. So | would ask each
speaker to identify yourself and the association or
organi zation that you represent.

Speakers will be asked to limt the coments
for 10 mnutes. And we | ook forward to hearing from
you.

The order of our speakers are -- our first
speaker is Helen M nsker speaking on behalf of the
American Intellectual Property Law Associ ation.

The second speaker will be Barbara Friedman
speaking on the behalf of the International Trademark
Associ ati on.

And the third speaker will be Ji m Wl sh who
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will be representing the American Bar Associ ation.

Hel en M nsker?

M5. M NSKER: Thank you, Conm ssi oner
Chasser. And thank you on behalf of the AIPLA for
allowing us to present our comments today.

First of all, AIPLA wants to |let the PTO know
that we very nmuch applaud the efforts you have nade to
date to stream i ne your operations, including the
el ectronic filing system

Qur comments today are really directed toward
how to i nprove that system |In general, AlIPLA would
support mandatory electronic filing provided certain
i ssues that we have identified through | ooking at the
rule's notice as well as through experiences of our
menmbers who use the system are resol ved.

| think the overriding concern that the Al PLA
menbers have is that we want to make sure that having
mandat ory el ectronic filing does not sonehow jeopardize
an individual's trademark rights perhaps by causing
themto mss a filing deadline.

Pl us, there are sone adm ni strative issues
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that we think should be resolved before the system
becones mandatory.

Wth that, et ne nmake a few specific points
of things that we think could be changed or inproved.

First of all, you have noted in your conments
that there is an exception for when you may file
papers instead of filing electronically. But our
concern is that exception is too narrow. |In practice,
what it anmounts to is either you don't have a conputer
or access to a conputer, at least that's the way we're
interpreting it.

| think we all know that many of us do have
conputers and use themregularly. But everybody has a
day when sonething just doesn't work. Perhaps it is a
conputer virus or a network problem But the point is
we think that there should be a broader catch-all
provision to allow you to file by paper when those
exception circunstances occur and perhaps submt a
decl arati on saying that you had good cause for filing
by paper that day instead of doing an electronic

filing.
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| don't think there is going to be nuch
potential for abuse of that. And I think it would make
peopl e much nore confortable of the systemif you had
t hat kind of backstop that they could rely on.

Second, there are sonme paynment and accounting
i ssues that are causing difficulties and still need to

be resol ved.

As you know, you have to pay by credit card
or deposit account. But nmenbers have expressed
probl ens that they have had with matching up a
particul ar paynent for an application with their file.

We would i ke a system that when you nmake the
paynment for an electronic filing it includes the serial
nunber so it appears on your statenment with the seri al
number and with the attorney docunent nunber.

We respect that the PTO needs to be
efficient. But we all need to be efficient in our
of fice operations and our conpanies as well. This
woul d save an enornous anmount of time if it showed up
on the statement with the serial nunber and the

docunment nunber on it. We hope you will find a way to
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revise the systemto do that.

The other thing is | think everybody is a
littl e nervous about what will happen when it becones a
mandat ory system and everybody is filing that you could
have a glitch with your paynent system Perhaps your
credit card account is -- the statenent is wong or it
accidentally gets overdrawn because too many people in

the firmare filing at the sane tine.

Most fee paynents right now under the rules
are statutory deadlines that if you m ss paying the fee
on the date the application goes down. We would |ike
to see a provision added that will add a cure
pr ovi si on.

So that if you try to nake the paynent in
good faith but something went wong, it didn't work,
you could submt the paynent later and confirmthat it
was a glitch and you did have a good faith intent to do
it.

There are still sonme difficulties with the
system for getting signatures on the applications.

Many of us have experienced difficulties. W create
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the electronic application. W need to get it to our
client to sign. |If the client is not terribly savvy
with the computer or the software is not working quite
right, it is not a very easy systemright now

So we would like to see sone technica
i nprovenents on that.

We do applaud the addition of the text form
t hat you have al ready added and the pen and ink
signature. That is a step in the right direction.

Essentially, we would |like to have it as easy
as having an e-mail attachment. It is not quite there
yet based on the experience of npbst of us with that
system

We al so note that pen and ink signature it
seens right now to only apply to applications, and we
think it should apply to everything. At least that's
our interpretation of it.

There is one issue that we think you may need
to ook at just to make sure mandatory el ectronic
filing conplies with the Trademark Law Treaty, TLT.

As you know, under TLT an office cannot
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require that you specify the basis for the application
as a filing date requirenent. But right now when you
sign under the screen you do specify the basis and
that's what gives you the particular formto fill out.

So | think that's sonmething you will have to
work out internally to make sure you are in conpliance
with TLT.

We also would like to see a provision for
restoring | ost electronic subm ssions, sort of the | ost

paper or lost in cyberspace exclusion. You already
have that. |If the paper filing is lost in the PTO we
coul d present evidence that we really did file it.

And we would like to have sone simlar system
where we coul d present evidence that we actually did
submt the electronic filing if for some reason there
is sone terrible problemand it doesn't go through.

You nmentioned the Section 44 exception for
foreign applicants. And we perceive that there may be
an ambiguity there that needs to be resol ved.

Under the proposed rule it says, a person

described in 15 U . S.C. 1125(b), better known to nost of
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us as Section 44(b), certain foreign attorneys wll be
and applicants will be exenpted.

VWhat is not clear to us is whether that only
applies to filings under Section 44, which would be
Section 44(d) and (e), or whether it applies to any
application filed by a foreign applicant, which could
i nclude Section 1(a) and Section 1(b).

So we would like to see that clarified. W
think it should apply to all applications. But it was
not clear to us.

Al so, we would like confirmation that that
exception will apply even if the foreign applicant uses
a US attorney to file the application on his behalf.

One other technical point relates to inmage
formats. Right now if you have to scan specinens the
only formats allowed are GIF or JPG

Those do not work so well for sone people
with their conputer hardware. PDF is very w dely used,
and we would |like to see you add PDF as anot her format
t hat people could turn to to scan their specinens and

design marks and things |ike that.
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And then the [ast issue that | wanted to
raise is sinply the timng of when we have mandatory
filing. We certainly think you should continue to
encourage applicants to file electronically as much as
possi ble. But until these issues that we have raised
are resolved, we think making it mandatory should be
def erred.

We know that you are going to the X and L
(phonetic) standard. And that will probably help sone
of these things. But still, we think all of these
i ssues need to be resolved first.

Al so, our inpression is that while you do
have the goals of the deadline, | think you said 2003,
trademark filings have decreased this year which
perhaps will give the office a chance to catch its
breath and perhaps deal with sonme of these things in an
orderly fashion before making it mandatory.

But as | said at the beginning, we do very
much appl aud the efforts you have made, and we woul d
like to continue to work with you to make this a great

system for everybody. Thank you.
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COW SS|I ONER CHASSER: Bar bar a?

MS. FRI EDMAN:  Good norni ng.

And on behalf of the International Trademark
Associ ation, | would like to thank you very nuch for
the opportunity to present our coments on the proposed
rul e-maki ng on mandatory electronic filing.

As | hope we denonstrated in the past, |NTA
strongly supports and is commtted to increasing
voluntary electronic filing. |[INTA's president, Nils
Mont an, expressed that comm tnent before Congress
noting in his June 7th, 2001, testinony before House
menbers that, "The benefits are obvious."

These include inproved and qui ck access to
information, transm ssion of a filing receipt free of
clerical errors within 24 hours and avoi dance of | ost
papers.

These all go down to the benefit of trademark
owners seeking registration of marks. While INTAis a
cl ear supporter of electronic filing, as M. Montan
stated in his testinony last summer, we strongly

bel i eve that mandatory electronic filing is not
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i ndi cated or necessary at this time. And therefore, we
cannot endorse the PTO s proposal

| believe that you will find many of ny
speci fic comments echo those just made by ny col | eague
from Al PLA, Ms. M nsker.

We understand that voluntary usage of the
automat ed system has increased steadily and i s now
around 30 percent. We believe this increase speaks
vol unes for continuing effort to pronmote voluntary
usage.

We are also mndful that the slowdown in new
trademark filings appears to have enabl ed the agency to
bring key indicators of productivity within very
desi rabl e ranges.

We are aware that first action pendency is
down. In sonme cases to as |low as two nonths.

Under these circunstances, we take the
position that the PTO should continue on the already
very successful course of pronoting usage rather than
pronmul gating rules that would i npose nandatory

el ectronic filing.
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Conti nued voluntary use of E-filing is
further indicated because many practitioners still are
becom ng accustonmed to using the automated system Wth
such a significant custonmer base still getting its feet
wet, so to speak, we believe that mandate and usage of
the system woul d not be the best practice.

We al so have received comments from nenbers
of our organi zati on who nake fairly substanti al
e-filings. They have indicated concerns regarding the
ef fectiveness of the system

For exanpl e, whether due to action or fault
on the front end or the back end, it appears that
transm ssion and reception of drawings in special form
and specinens |lead to sone | evel of distortion and/or
m shap.

This has created an understandabl e rel uctance
anong practitioners to utilize electronic filing for
yout h- based applications and marks and design format.

Addi tionally, a significant nunber of
practitioners will not sign applications or other

docunents on behalf of their clients. The reasons for
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this are varied and all are well reasoned.

Sonme | ack sufficient know edge to sign on
behal f of their clients. Sonme believe it is in their
client's best interest not to have their attorney sign
for them Some sinply are not willing to take on the
et hi cal question of whether they should be signing on
behal f of their client.

For these custonmers of the PTO, and we
believe that it is a sizable population, there renains
| ogistical difficulties in obtaining a client's
signature, thus making mandatory electronic filing
i npractical .

Experience with the system also indicates to
our nmenbers that one is unable to nodify or insert in
the TEAS application | anguage ot her than that
specifically designated in the TEAS format.

The inability under the present format to
insert coments, explanations or nodifications of
standard | anguage nmakes mandatory el ectronic filing
i npractical .

Finally, one cannot make an initial 2 F claim
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based on evidence other than prior registrations.

And that's another indicia of the
i npracticality of mandatory filing at this tine.

We are well aware that since the inception of
el ectronic filing the PTO consistently has addressed
custonmer concerns and defined a process consistent to
meet custoner needs.

As the trend denonstrates, practitioners have
responded in turn by increasing their use of the
system We applaud the PTO for its efforts and suggest
that the agency continue to rely on this successful
formul a of inprovenent and educational initiative.

| would also take this opportunity to address
t he proposed exceptions to mandatory electronic filing.

First, regarding the proposed section
2.22(a), the exception to the rule pertaining to |ack
of access or technical inability to use the TEAS
system we have the follow ng comments and i ssues.

First, the proposed | anguage does not specify
whet her the exception enconpasses circunstances of

tenporary inaccessibility. For exanple, when one's
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system or the PTO system goes down.

Additionally, the proposed exception is
sonmewhat ambiguous in that it is unclear whether an
applicant or attorney without access is expected to
make reasonable efforts to obtain access.

Second, will the declaration or affidavit
filed under 2.22(a) be exam ned.

Third, mght the voracity of a declaration be
used by others to call into question a filing date
accorded a paper-filed application. And simlarly,
what m ght be the admi nistrative process in the PTO for
chal l engi ng such a filing and the underlying
appl i cati on.

Fourth, what would be the effect on the
application of filing a false affidavit or
decl arati on.

G ven all these questions and uncertainties,
we easily can envision the creation of a process that
m ght serve to underm ne any efficiencies to be
realized by mandatory electronic filing.

We woul d al so take this opportunity to raise
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an i ssue regarding the second proposed exception, a
proposal creating a process for dispirit treatnment as
between U.S. and non U. S. applicants ostensibly to
obviate an issue with U S. conpliance under the
Trademark Law Treaty.

| think it is safe to say that there is at
the very |l east uncertainty anong practitioners as to
t he appropriateness of creating such dispirit
treatment, especially if the purpose of the exception
is conpliance with the treaty whose objective is to
create a system of standardized filing requirenents.

It also woul d appear that the creation of a
dispirit systemfor U S. and non U S. applicants, even
if it is legally perm ssible, may be inadvisable.

To the extent that there is a concern that
mandat ory e-filing would violate TLT provisions that
apply to foreign applicants, it woul d appear to be nore
appropriate to seek to anend TLT to permt nenber
countries to require electronic filing rather than to
carve out an exception that creates dispirit treatnent.

This concludes ny remarks. I n summary, | NTA
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does not believe mandatory electronic filing is
necessary, but strongly supports continued voluntary
use of the automated system

In order to pronpote greater voluntary use, we
suggest ongoi ng educati onal outreach by the PTO
regardi ng use of the systemand its many benefits and,
where indicated, nmodifications to the system

We woul d al so not oppose consi deration of
certain financial incentives to encourage increased
vol ume of electronic filing in the formof fee
adj ustments for those who submt docunents
el ectronical ly.

And | NTA stands ready to assist the PTO in
devel opi ng and i nplenmenting these initiatives.

Thank you.

COWMM SSI ONER CHASSER: James WAl sh

MR. WALSH: Good norning. And thanks for the
opportunity to speak on this subject this norning.

["'mJimWalsh. [I'mwth the Washi ngt on
office of Arnold and Porter. |'mhere today in two

capacities. Nunber 1, as the chair of Commttee 203 of
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the ABA, the Trademark Office Practices Conmttee. And

secondly, I'mgoing to speak on behalf of our firm and
Her shey Chocol ate and Confectionery Conpany and Hershey
Foods Cor porati on.

Both the firmand those conpani es have made
al nost exclusive use of the electronic filing system
since it becanme available. But | will change hats
m dway in ny presentation.

First, with regard to the ABA. W're
currently | ooking at the notice and the issues, and we
have not yet formed a formal position. But for the
pur poses of today's hearing, | would like to identify
sonme of the issues that we are considering and that we
w ||l take positions on as appropriate.

| think you will find that a | ot of issues
that we're | ooking at are the sane that were addressed

by the two previous speakers.

First of all, we're | ooking at whether or not
there remai ns any urgency about undertaking mandatory
filing at this tinme in view of the fact that pendency

in the office appears to be at record | ows.
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Secondly, we're |l ooking at a nunber of
technical issues. First, whether the signature
requi rement as inplenmented in the electronic systemis
sufficiently flexible for all types of filers to
facilitate easy filing.

Secondl y, whether the paynent systemis
appropriate and sufficiently flexible for all types of
filers to maintain necessary accounting of where the
funds are going.

Thirdly, we're | ooking at the broader
gquestion of whether the format, the formats that are
avail abl e, are sufficiently expansive to accommodate
all potential filers.

And lastly, on the technical issues, we're
| ooki ng generally at the issue as to whether the
current systemis sufficiently flexible enough in every
sense to be user friendly for all the different types
of parties who would wish to use it.

Anot her general area that we're | ooking at
are the exceptions. And with regard to the exceptions,

we're | ooking at the overall issue as to whether the
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exceptions are sufficiently broad, whether sonething
i ke the good cause exception m ght also be required.

Secondly, we're |l ooking at the exception with
regard to foreign filers and the issue as to whether it
is a good precedent for the PTOto be setting to
establish one system for filing which is TLT conpatible
and anot her system which is not by making this
exception for foreign filers.

And in that regard, we'll be |ooking at
whether it is the kind of precedent that we woul d want
to set within the U S., mght other exceptions like
this the TLT requirenents be instituted. And even nore
importantly, is it the kind of exanple that the U. S
woul d want to set for the rest of the world within this
regi me, which was so supposed to establish a sinple and
uni fornmed system for filings around the world. Do we
want to set an exanple where we have a dual system for
foreign versus donestic filers one conpatible with TLT
and one not.

The other issue that we're looking at in the

ABA committee is whether or not mandatory filing really
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is necessary at all, that ultimte question, and in
relation to that, whether sone other nmechanismlike
financial incentives m ght be one that shoul d be
consi dered before mandatory electronic filing is
instituted.

At this point I'mgoing to change hats and
speak with a little bit nore definition about
positions. And |I am speaking now in ny capacity as an
attorney at Arnold and Porter and as a representative
of Hershey conpani es.

| want to enphasi ze at the outset that both
in the case of Arnold and Porter and Hershey Foods,
both of these, both this law firm and these conpani es
have used this system al nost exclusively since it
became avail abl e.

We're not speaking fromthe standpoint of
what | would say. We're not |ooking to turn the clock
back, and we're not | ooking to stop the advance of
technology. Quite the contrary. Both are totally
commtted to using the electronic system and i nproving

it.
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In that regard, | want to first say that the
office has made a trenendous beginning in setting up
this system And they have not only nade a good
begi nni ng, but the office has been extrenely responsive
to provide assistance in individual instances where
difficulties were encountered and |i kewi se when an
engi neering problem was found we found people very
responsive in trying to change the systemso that it
wor ks better.

Craig Morris, in particular, | think, should
be recogni zed for the good work he has done and how
responsi ve he has been in this regard.

|"'mgoing to talk with a little nore
particularity now from experi ence about sonme of those
technical issues that | addressed earlier and that you
have heard about from the other speakers.

First of all, as to signatures, although the
system has i nproved as of June, we still don't have a
really perfectly user friendly system on signatures.
And there is nore that needs to be done on that to make

thi ngs absolutely fluid in getting docunents
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transmtted back and forth between parties and signed
wi t hout having to reenter data or reattach docunents.

Li kewi se, with regard to paynents, this is an
i ssue you have heard about from everyone. There is a
need within law firnms and i ndeed corporations to keep a
strict accounting of who is responsible for the
ultimate paynent of the fee. And in the current
system there is no real easy way to do that.

So we're |ooking forward to a paynment system
that will facilitate that.

Li kewi se, with regard to draw ngs, in nmany
i nstances we have had -- we have now gone to having
draftsmen do all of our draw ngs doi ng perfect

drawi ngs. We have scanned themin the prescribed

formt.

But in spite of that, we find in nost
instances that we're still required to provide a new
drawing |later on in the process. | don't know yet know

what the answer to that is.
One issue i s docunents other than

applications haven't really been discussed here to any
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great extent. But in particular, in filing extensions
of time to file statenments of use which we file
exclusively electronically we have had five or six
instances fairly recently where applications have been
hel d abandoned and we're protected because we have the
confirmati ons that have cone back to us electronically
showi ng that we made the tinmely filings.

But we still haven't, and |I know if PTO has
found out yet, why it is those filings weren't
processed after they were filed electronically.

The other, these are nore macropoints that
derive fromall of those particular technical points
j ust addressed.

Again, what is needed is a very fluid and
flexible systemthat is totally user friendly from al
the different types of filers.

Peopl e need the ability to send docunents
back and forth to clients to have themsign. And to do
all of that wi thout the need to reinput data they have
to have the ability to prove things to see that clients

haven't made changes that are inappropriate.
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In the end, as | said, what we need is a
totally flexible user friendly system

In conclusion, | think in the proposal at
this point there is a fundanental tension. On the one
hand, the office, | believe, is sincere in putting
forth a proposal which is based on custoner service and
efficiency.

But on the other hand, particularly for those
peopl e who have haven't tried to use the systemyet,
this custonmer service is going to be rendered with sone
pai n.

| don't think that's -- we're going to help
you, but it is going to hurt. | think that's sort of
the message that is going out.

What | woul d propose would be nore sort of a
field of brains approach to this. Continue the good
work you are doing. Build on the systemthat you have
made, inprove it. And when you have a systemthat is
really totally user friendly, people will conme to it.

And | think in view of the record | ow

pendency, | think the opportunity is out there for you




10

11

12

13

14

15

16

17

18

19

20

21

32

to do that w thout ever having the need to go to a
mandat ory system

| woul d propose that you just continue what
you are doing. This is, again, on behalf of the firm
and Hershey Foods. Put the mandatory proposal on hold
until you do these further things, these technical
fixes, the educational aspect of it.

And | think you will find that you will be at
that 80 percent |evel wi thout the need for a mandatory.

Thank you.

COW SSI ONER CHASSER: | would |like to now
open the floor up for comments.

I f anyone would like to share their comments,
if you could limt it to five m nutes.

No? Then we will end the public hearing on
the rule for the electronic subm ssion of application
for registration and ot her docunents.

| thank everybody for attending today. The
comment period closes on October 29th. We will review
all of the comments and respond accordingly to those

comment s.




33

Thank you very nuch.
[ Wher eupon, at 10:30 a.m, the
heari ng concl uded. ]

- 00000-
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